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Based on the three briefs Janssen already filed on this subject, it is clear that neither of 

Janssen’s complaints against Defendants satisfied the “long-established rule” that “a suit for 

patent infringement must join all co-owners of the patent as plaintiffs.”  Taylor v. Taylor Made 

Plastics, Inc., 565 F. App’x 888, 889 (Fed. Cir. 2014).  Count 6 of Janssen’s 2015 complaint and 

all counts of the 2016 complaint should be dismissed on this basis. 

First, for named inventor Dr. Joseph Horwitz, Janssen is relying on a 1998 agreement 

with nearly identical language to an agreement the Federal Circuit has already ruled was not an 

assignment of patent ownership.  In that case—which involved contract language Janssen admits 

is “the closest language” to Dr. Horwitz’s agreement (Dkt. 471 at 5)—the Federal Circuit held 

that the agreement was merely “an agreement to assign” in the future, which “must be 

implemented by written assignment.”  IpVenture, Inc. v. Prostar Computer, Inc., 503 F.3d 1324, 

1327 (Fed. Cir. 2007).  Just like in IpVenture—and numerous other cases finding no 

assignment—Dr. Horwitz’s agreement is future-focused, stating, “I agree that I will … assign to 

CENTOCOR,” Janssen’s predecessor, “at its request … the entire world-wide rights to 

SUBJECT INVENTIONS” and “I will … execute all documents necessary to carry out the 

above.”  Dkt. 446-3 at JANREM0098777.   Dr. Horwitz did not “execute” any such assignment 

until after Janssen filed the 2015 lawsuit.  

Second, although four other named inventors of the ’083 patent did assign their rights 

before the 2015 complaint, they assigned them not to Janssen alone, but to the “COMPANY,” 

which “means CENTOCOR and JOHNSON & JOHNSON and” other related entities.  E.g., 

Dkt. 414-4 at JANREM0098780.  They did so in employee “secrecy agreements” that purposely 

defined “COMPANY” broadly to protect important interests related to confidentiality and 

competition that all of the companies shared.  Janssen, however, argues that “COMPANY” 
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means only Centocor, directly contrary to the plain language of the agreements.  Janssen argues 

that it would not have drafted an agreement that resulted in assignment of patent rights to a 

family of companies.  But the agreements’ plain language does just that, and the Court may not 

rely on Janssen’s post hoc, litigation-driven statements about its unstated intent to “rewrite a 

contract for the parties better than or different from the one they wrote for themselves.”  Kieffer 

v. Best Buy, 205 N.J. 213, 223, 14 A.3d 737, 743 (2011).  Because other J&J affiliates who are 

not parties to the case remained co-owners of the ’083 patent before Janssen filed its 2015 

complaint, Janssen lacks standing for Count 6 of the 2015 complaint.  And although Janssen 

purported to execute assignments from the four inventors to Janssen after it filed its 2015 

complaint, those documents were ineffective because the inventors at that point had no rights to 

convey.  Accordingly, Janssen lacks standing for its 2016 complaint as well.  

Janssen’s positions in its several prior briefs on standing have been all over the map, as 

Janssen desperately tries to avoid dismissal and loss of its claim for lost profits.  Initially, Janssen 

claimed that the 1998 Horwitz agreement was “unambiguous” (Dkt. 471 at 6); now it proposes 

that the Court look to, as purported extrinsic evidence, Janssen’s own statements that it owns the 

’083 patent.  See 2/8/17 Hearing Tr. at 74–77.  And Janssen at one point told the Court that “even 

if Janssen’s failure to join Horwitz is a defect in standing, this defect can be cured by joining 

Horwitz” (Janssen 2/7/17 bench memo at 2); then it did an about-face when it realized “that since 

Mr. Horwitz is no longer an owner” of the ’083 patent, “it would be foolish” to try to add him to 

the case.  2/8/17 Hearing Tr. at 42:10–14.  Likewise, Janssen originally argued that the employee 

secrecy agreements signed by the four inventors have a “plain and obvious meaning” and “are 

not” ambiguous (Dkt. 445 at 3, 8 n.4); now, Janssen proposes ambiguity and expects that there 

will be “extrinsic evidence on which [it] relies.”  Dkt. 487 at 2.  Janssen is stuck making these 
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continually shifting arguments because there is no credible interpretation other than the 

agreements’ plain meaning.  The Court should interpret the agreements to mean what they say. 

Because neither of the patent infringement actions Janssen has filed against Defendants 

asserting the ’083 patent properly joined all co-owners of the patent, “this court must order 

dismissal” of Count 6 of Janssen’s 2015 complaint and the entirety of Janssen’s 2016 complaint.  

Ethicon, Inc. v. U.S. Surgical Corp., 135 F.3d 1456, 1468 (Fed. Cir. 1998). 

I. Legal Standards 

“Legal title [to a patent] vests initially in the inventor, and passes to others only through 

assignment or other effective legal transfer.”  Taylor, 565 F. App’x at 889.  “[A] suit for patent 

infringement must join all co-owners of the patent as plaintiffs.”  Id.  Where fewer than all co-

owners of a patent are joined as plaintiffs in a case, “the suit must be dismissed for lack of 

standing.”  Id. (citing Ethicon, 135 F.3d at 1468).  “The party bringing the action bears the 

burden of establishing that it has standing” and therefore subject matter jurisdiction.  Sicom Sys., 

Ltd. v. Agilent Techs., Inc., 427 F.3d 971, 976 (Fed. Cir. 2005).  And “[c]hallenges to subject-

matter jurisdiction can of course be raised at any time prior to final judgment.”   Grupo Dataflux 

v. Atlas Glob. Grp., L.P., 541 U.S. 567, 571 (2004); see also Mentor H/S, Inc. v. Med. Device 

All., Inc., 240 F.3d 1016, 1018–19 (Fed. Cir. 2001) (challenge to prudential standing not waived 

even if never raised in the district court).  “If the court determines at any time that it lacks 

subject-matter jurisdiction, the court must dismiss the action.”  Fed. R. Civ. P. 12(h)(3). 

II. Janssen Lacked Standing To Assert The ’083 Patent In Its 2015 Complaint  

Janssen’s first complaint, filed on March 6, 2015, lacked standing at the time of filing for 

two reasons.  First, one of the six named inventors of the ’083 patent, Dr. Joseph Horwitz, had 

not assigned his rights in the patent to Janssen.  Dr. Horwitz thus remained a co-owner of the 

’083 patent when Janssen filed the first complaint, but was not joined as a plaintiff.  Second, four 

Case 1:15-cv-10698-MLW   Document 508   Filed 02/22/17   Page 8 of 26



4 

of the six named inventors of the ’083 patent assigned their rights to Janssen and a group of other 

companies.  The other assignees were thus co-owners of the ’083 patent when Janssen filed both 

its 2015 and 2016 lawsuits, although they are not plaintiffs in either action.  Each of these 

deficiencies independently requires dismissal of Count 6 of Janssen’s 2015 complaint1

A. Janssen Did Not Join Co-Owner Dr. Horwitz 

Dr. Horwitz did not assign his rights in the ’083 patent to Janssen before Janssen filed its 

first complaint in March 2015.  Janssen’s only argument for a pre-suit assignment is a 1998 

“Agreement Regarding Confidential Information and Inventions.”  Dkt. 446-3.  The 1998 

Horwitz agreement, however, is not an assignment.  It is an agreement to assign rights in the 

future.   

The important consideration is not whether Janssen had “equitable rights” to the ’083 

patent’s purported invention, but whether Dr. Horwitz transferred “legal title” to Janssen before 

it filed its lawsuit.  See Arachnid, Inc. v. Merit Indus., Inc., 939 F.2d 1574, 1580 (Fed. Cir. 1991) 

(emphasis added).  “[C]ontracts that obligate the owner to grant rights in the future do not vest 

legal title to the patents in the assignee.”  Abraxis Bioscience, Inc. v. Navinta LLC, 625 F.3d 

1359, 1364–65 (Fed. Cir. 2010).  The Federal Circuit has “consistently required that present 

assignments of future rights expressly undertake the assigning act at the time of the agreement, 

and not leave it to some future date.”  Gellman v. Telular Corp., 449 F. App’x 941, 944–45 (Fed. 

Cir. 2011).  If, “[r]ather than expressly undertak[ing] assignment at signing, [the agreement] 

1 Janssen complains about Defendants’ “belated[]” challenge to standing (Dkt. 471 at 1), but has no basis to 
complain.  The standing issue is of practical consequence to damages for the ’083 patent, an issue which had been 
bifurcated by agreement.  In any event, it is the plaintiff’s responsibility to ensure it has standing as of the filing of 
the lawsuit, and throughout the case.  It bears the burden of proving standing “at all stages of the proceeding” 
(Crawford v. Lamantia, 34 F.3d 28, 32 (1st Cir. 1994)), including, where standing is disputed, “[a]t trial.”  
N.A.A.C.P., Boston Chapter v. Harris, 607 F.2d 514, 526 (1st Cir. 1979).   It appears Janssen has been aware of the 
standing problem since the litigation began.  Just 28 days after filing its first complaint, Janssen started executing 
new agreements with the named inventors purporting to assign their rights to the ’083 patent to Janssen.  Dkt. 446-5, 
446-6, 446-7, 446-8, 446-9, 446-10.  Rather than raise the issue then, Janssen attempted to paper it over with after-
the-fact agreements that cannot retroactively confer standing.
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expressly delays assignment to some future date,” the “correct … conclusion” is that the 

agreement does not convey legal title.  Id. 

In the seminal Federal Circuit case Arachnid, for example, the agreement in question 

stated that “all rights [to inventions] will be assigned by IDEA ... to CLIENT.”  Arachnid, 939 

F.2d at 1576.  The Federal Circuit held that “the … agreement was an agreement to assign, not 

an assignment” because “its provision that all rights to inventions … ‘will be assigned’ … does 

not rise to the level of a present assignment of an existing invention,” and only “vest[s] the 

promisee with equitable rights to those inventions once made,” not “legal title to patents.”  Id. at 

1580–81.  Like the agreement in Arachnid, the 1998 Horwitz agreement “does not rise to the 

level of a present assignment.”  Id.

Dr. Horwitz’s agreement is substantively identical to multiple other cases in which the 

Federal Circuit has ruled that no assignment occurred, including IpVenture, which Janssen 

describes as “[t]he Federal Circuit case with the closest language to that of the [1998 Horwitz 

agreement].” (Dkt. 471 at 5): 

Agreement in IpVenture 1998 Horwitz Agreement 

Such Proprietary Developments are the sole 
property of HP, and I agree:

a. to disclose them promptly to HP; 
b. to assign them to HP; and 
c. to execute all documents and cooperate 
with HP in all necessary activities to 
obtain patent, copyright, mask work, 
and/or trade secret protection in all 
countries, HP to pay the expenses. 

I agree that all SUBJECT INVENTIONS are 
the property of CENTOCOR, and I agree 
that I will:

a. promptly and completely disclose to 
CENTOCOR all SUBJECT INVENTIONS; 
b. assign to CENTOCOR, at its request and 
without additional compensation, the entire 
world-wide rights to such SUBJECT 
INVENTIONS, to patent applications which 
may be filed and to patents which may issue 
on such SUBJECT INVENTIONS; 
c. execute all documents necessary to carry 
out the above; … 

IpVenture, 503 F.3d at 1326 (finding no present assignment); Dkt. 446-3 at JANREM0098777.  

Janssen seizes on the language in the 1998 Horwitz agreement stating, “I agree that all 
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SUBJECT INVENTIONS are the property of CENTOCOR,” arguing that the language is 

“plainly a present transfer of ownership in the inventions to Centocor,” thus making the ’083 

patent “the property of Janssen, Centocor’s successor.”  Dkt. 471 at 2–4.  But as can be seen 

from the table above, the agreement at issue in IpVenture had nearly identical “are-the-property-

of” language, and the Federal Circuit nevertheless held that agreement was merely “an 

agreement to assign” in the future, which “must be implemented by written 

assignment.”   IpVenture, 503 F.3d at 1327.

In fact, just like Janssen’s argument here, the district court in IpVenture specifically 

relied on the language “Proprietary Developments are the sole property of HP” and found that 

the agreement was an “immediate assignment of all inventions when they were made.”  Id.; Dkt. 

472-3 (IpVenture, Inc. v. Prostar Computer Inc., No. 03-5780 (C.D. Cal. July 27, 2005)) at 16.   

And also like Janssen, the district court asserted “[i]t would not be possible to give meaning to 

the words ‘Proprietary Developments are the sole property of HP’ and still hold that the 

[employment agreement] was merely an ‘agreement to agree.’”  Dkt. 472-3 at 16.  But the 

Federal Circuit vacated the district court’s decision, holding that “the agreement tracks that of 

Arachnid, not that of FilmTec [Corp. v. Allied-Signal Inc., 939 F.2d 1568 (Fed. Cir. 1991)].  The 

FilmTec usage ‘does hereby grant’ is not present; nor is the … usage ‘hereby assigns.’”  

IpVenture, 503 F.3d at 1327.  The Federal Circuit concluded that “[i]n accordance with Arachnid

… Hewlett Packard was not an assignee.”  Id.

Janssen also relies on Filmtec and DDB Technologies, the very cases that the Federal 

Circuit in IpVenture found to be distinguishable.  Those cases had decidedly different language 

than the 1998 Horwitz agreement, such as “MRI agrees to grant and does hereby grant.”  

Filmtec Corp. v. Allied-Signal Inc., 939 F.2d 1568, 1570 (Fed. Cir. 1991).  Based on that 
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language, the Federal Circuit in Filmtec found “the contract between MRI and the Government 

did not merely obligate MRI to grant future rights, but expressly granted to the Government 

MRI's rights in any future invention.”  Id. at 1573.  Similarly, the contract in DDB Technologies

provided that the employee “‘agrees to and does hereby grant and assign’ all rights in future 

inventions falling within the scope of the agreement to” the employer.  DDB Techs., L.L.C. v. 

MLB Advanced Media, L.P., 517 F.3d 1284, 1290 (Fed. Cir. 2008).  “This contractual language 

was not merely an agreement to assign, but an express assignment of rights in future inventions.”  

Id.; see also Speedplay, Inc. v. Bebop, Inc., 211 F.3d 1245, 1253 (Fed. Cir. 2000) (finding 

assignment where agreement provided “that Bryne ‘hereby conveys, transfers and assigns’ the 

inventions to Speedplay.”).  By contrast, no part of the 1998 Horwitz agreement states that Dr. 

Horwitz “does assign” or “does grant” or “hereby assigns” or similar.   

Janssen also argues that the Federal Circuit in IpVenture “did not see the need to decide 

whether the district court’s construction of the contract was correct.”  Dkt. 471 at 6; see also

2/8/17 Hearing Tr. at 74:20–75:11.  Not true.  The Federal Circuit quoted the pertinent language 

of the agreement at issue, including the clause stating that “Proprietary Developments are the 

sole property of HP,” discussed the district court’s interpretation of the agreement and its 

reliance on FilmTec and similar cases, noted the district court’s ultimate conclusion that the 

agreement was “an immediate assignment,” and then found that “the district court erred.” 

IpVenture, 503 F.3d at 1327. 

Janssen attempts to distinguish IpVenture on the basis that the employer, HP, had stated, 

in a separate document subsequent to execution of the agreement in question, that “it ‘never has 

had any legal or equitable rights’ to” the patent at issue.  Id. at 1326–27; see Dkt. 471 at 5; 2/8/17 

Hearing Tr. at 74–77.  The Federal Circuit found that HP, “by stating that it never had an interest 
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in the ’235 patent, confirmed the situation as to that patent and removed the need to construe the 

employment agreement.”  IpVenture, 503 F.3d at 1327.  According to Janssen’s logic, HP’s 

statement that it did not own the ’235 patent was evidence that it did not own the patent, and 

thus, Janssen’s representation that it does own the ’083 patent is evidence that it does own the 

’083 patent.  Dkt. 471 at 6.  This argument is nonsensical.  The employer’s statement in 

IpVenture was against its interest.  Cf. Cmt. to Fed. R. Evid. 804(b)(3) (“the assumption [is] that 

persons do not make statements which are damaging to themselves unless satisfied for good 

reason that they are true.”).  In contrast, “self-serving litigati[on] positions are entitled to no 

weight.”  Nat’l Fed’n of Indep. Bus. v. Sebelius, 132 S. Ct. 2566, 2653 (2012).  It cannot be the 

case, as Janssen suggests, that whether a plaintiff is the owner of a patent, and thus has standing 

to sue, turns on whether the plaintiff has held itself out as the owner. 

In addition to IpVenture, the Federal Circuit also rejected Janssen’s argument in Gellman 

v. Telular Corp., where the contract contained language similar to the “are-the-property-of” 

language that Janssen relies upon.  Specifically, the plaintiff in Gellman “argue[d] that the 

Unsigned Agreement conveyed full legal title to Mr. Lebowitz for any invention by Mr. Seivert 

because [the agreement stated that] such an invention ‘shall be and remain the property of 

Cellular Alarm.’”  Gellman, 449 F. App’x at 944.  According to that plaintiff, “in order for the 

invention to ‘remain’ it necessarily had to have been fully conveyed previously.”  Id.  The 

Federal Circuit rejected this argument, finding that the agreement merely recognized that 

“inventions ‘remained’ in equitable status until such a time as Mr. Seivert ‘execute[d] any and all 

assignments or other transfer documents which are necessary ... to vest in Cellular Alarm all 

right, title and interest’ in such inventions.”  Id.  “Otherwise, the ‘execute any and all 

assignments’ language in the contract is surplusage without relevant meaning.”  Id.  Consistent 
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with Arachnid and IpVenture, the Federal Circuit held that because the agreement “expressly 

delays assignment to some future date,” the “most the [agreement] could do is create an 

obligation for Mr. Seivert to assign to Cellular Alarm” and “it did not, and will not, confer legal 

title automatically.”  Id. at 944–45.  Janssen’s reading of the Horwitz agreement similarly would 

render the “will … assign” and “will … execute” language in the 1998 Horwitz agreement 

“surplusage without relevant meaning.”  Id. at 944. 

Indeed, there is a large body of case law rejecting the notion that contracts just like the 

1998 Horwitz agreement amount to assignments.  As another example, a case in this District, 

Freedom Wireless, Inc. v. Boston Commc’ns Grp., Inc., addressed a contract stating “that ‘all 

inventions belong ... to the Company,’” but which also “require[d] future acts by the inventor 

such as ‘disclos[ing]’ the invention and ‘perform[ing]’ actions necessary to establish ownership.”  

220 F. Supp. 2d 16, 19 (D. Mass. 2002); see also Ex. 1 (agreement at issue in Freedom 

Wireless).  Judge Harrington analyzed the issue as follows: 

In order for a pre-invention assignment contract to create a present assignment of 
an expectant interest in an invention … the contract must contain words of present 
conveyance and must require “no further act once an invention [comes] into 
being.” Filmtec, 939 F.2d at 1570. Compare id. (inventor “agrees to grant and 
does hereby grant ... the full and entire domestic right, title and interest”), and 
Imatec, Ltd. v. Apple Computer, Inc., 81 F. Supp. 2d 471, 478 (S.D.N.Y. 2000) 
(inventor “agrees to assign, and hereby do[es] assign, ... all my rights to 
invention”), with Arachnid, 939 F.2d at 1576 (inventor agrees that “any 
inventions ... shall be the property of the CLIENT and all rights thereto will be 
assigned by inventor”). The agreement in this case, which states that “all 
inventions belong … to the Company,” and which requires future acts by the 
inventor such as “disclosing” the invention and “performing” actions necessary to 
establish ownership, is not sufficient to convey legal title to the invention. 

Freedom Wireless, 220 F. Supp. 2d at 19 (emphasis in original).  As shown in Appendix A, 

numerous other cases have similarly held that contracts containing similar “are-the-property-of” 

language are not assignments.  See, e.g., Arachnid, 939 F.2d at 1576 (“shall be the property of”); 
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Hoffman-La Roche Inc. v. Teva Pharm. USA, No. 09-5283, 2011 WL 6028583, at *4 (D.N.J. 

Dec. 2, 2011) (“belong to”); Appendix A. 

Because Dr. Horwitz was a co-owner of the ’083 patent at the time Janssen filed its 2015 

complaint and was not joined as a plaintiff, Janssen lacks standing for Count 6 of its 2015 

complaint.2

B. Johnson & Johnson and Other Johnson & Johnson Affiliates Remain Co-
Owners of the ’083 Patent  

Janssen’s 2015 complaint must be dismissed for the separate reason that four named 

inventors of the ’083 patent assigned their rights not just to Centocor, but to Centocor, J&J and 

other affiliates of Centocor and J&J prior to the 2015 complaint.  These other companies, who 

were not joined as plaintiffs in the litigation, were co-owners of the ’083 patent as of March 

2015, and remain co-owners today. 

The Plain Language of the Epstein, Marsh, Monsell, and Ozturk 
Employee Secrecy Agreements Assigned the ’083 Patent to a Group of 
Related Companies 

Under New Jersey law, which governs the four “secrecy agreements,” “construction is 

not permitted or required” where, as here “the language of the contract is plain, unambiguous 

and susceptible to only one interpretation.”  D.R. by M.R. v. E. Brunswick Bd. of Educ., 838 F. 

Supp. 184, 190 (D.N.J. 1993).  Between 2001 and 2003, named inventors Epstein, Marsh, 

Monsell, and Ozturk executed “Employee Secrecy” agreements that state, “I assign and agree to 

2 It is not clear whether Janssen will rely on extrinsic evidence to support its arguments about the 1998 Horwitz 
agreement.  But the limited extrinsic evidence Janssen has put forth thus far confirms the agreement was not an 
assignment.  There would have been no need for Janssen to track down Dr. Horwitz in July 2015 to procure an 
“assignment,” nor would Dr. Horwitz have had any rights to assign at that time, if the 1998 agreement had been an 
assignment as Janssen contends.  See Dkt. 414-13.  The declaration Janssen recently obtained from Dr. Horwitz 
confirms that an assignment was first executed in July 2015, months after the first complaint was filed.  Horwitz 
2/6/17 Decl. (provided to the Court and marked Ex. 6 on 2/8/17) at ¶¶ 6–7 (“I understood that, based on the 
Employee Agreement, Centocor might ask me to sign additional documents relating to patents in the future” and “I 
signed such an assignment document in 2015 relating specifically to the ’083 patent.”) (emphasis added). 
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assign my entire right, title and interest [to inventions] to the COMPANY.”  Dkt. 414-4, 414-5, 

414-6, 414-7.  “COMPANY” is defined in a straightforward way: 

The COMPANY means CENTOCOR and JOHNSON & JOHNSON and any of 
their successors or assigns, purchasers, acquirers, and any of their existing and 
future subsidiaries, divisions or affiliates, including any such subsidiary, division 
or affiliate of Johnson & Johnson to which I may be transferred or by which I may 
be employed in the future.  Affiliates of the COMPANY are any corporation, 
entity or organization at least 50% owned by the COMPANY, by Johnson & 
Johnson or by any subsidiary of Johnson & Johnson. 

Dkt. 414-4 at JANREM0098780 (emphasis added); see also Dkt. 414-5, 414-6, 414-7.   

Defendants assert that “COMPANY” means exactly what the plain language of the 

agreement says, namely that these four inventors assigned their rights to their inventions to the 

entities within the definition of “COMPANY”: (1) “Centocor,” (2) “and Johnson & Johnson,” 

(3) “and any of their successors or assigns, purchasers, acquirers,” (4) “and any of their existing 

and future subsidiaries, divisions or affiliates, including any such subsidiary, division or affiliate 

of Johnson & Johnson to which [the employee] may be transferred or by which [the employee] 

may be employed in the future.”  Dkt. 414-4 at JANREM0098780.   

Janssen, on the other hand, argues that “COMPANY” means only Centocor, but also that 

the meaning of “COMPANY” changes over time, if and when an employee signatory moves 

within the J&J family to a different affiliate, at which point the obligations in the agreement run 

to the new entity that suddenly qualifies as the “COMPANY.”  According to Janssen, the 

definition of “COMPANY” was crafted “so that employees hired by ‘any’ of th[e] related 

companies … do not need to execute new agreements every time they are transferred to ‘any’ 

different operating company...”  Dkt. 445 at 4.  Janssen’s interpretation finds no support in the 

agreement, and flies in the face of well-established rules of contract interpretation.    

When an agreement plainly states that the term “company” includes multiple related 

entities, courts have adopted that meaning.  In Dixon v. NBCUniversal Media, LLC, the parties 
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disputed the meaning of “The Company” in an employee manual on alternative dispute 

resolution procedures.  In the manual, “‘The Company’ [wa]s defined as ‘GE and any 

subsidiaries ... thereof…’” and the court adopted that definition, finding that the scope of the 

manual “applies by its terms to GE and its subsidiaries.”  Dixon v. NBCUniversal Media, LLC, 

947 F. Supp. 2d 390, 399 (S.D.N.Y. 2013).   

Similarly, the meaning of “Company” in a substantially identical Johnson & Johnson 

agreement was not even debated in Ethicon Endo-Surgery, Inc. v. Pemberton, which involved an 

“Employee Secrecy, Non-Competition and Non-Solicitation Agreement” between Mr. 

Pemberton and J&J subsidiary Ethicon Endo-Surgery.  Ethicon Endo-Surgery, Inc. v. Pemberton, 

No. 10-3973-B, 2010 WL 7926204 (Mass. Sup. Ct. Oct. 27, 2010).  The agreement contained the 

same definition of “COMPANY” contained in the secrecy agreements of inventors Epstein, 

Marsh, Monsell, and Ozturk.  Ex. 2 (Complaint with exhibit, Ethicon Endo-Surgery, Inc. v. 

Pemberton, No. 10-3973-B (Mass. Sup. Ct. filed Oct. 8, 2010)).  The court recognized that that 

“[t]he Agreement was between Pemberton and ‘the COMPANY,’ which was defined as [Ethicon 

Endo-Surgery], Johnson & Johnson, and their successors, assigns, purchasers, acquirers, 

subsidiaries, divisions, or affiliates.”  Ethicon Endo-Surgery, 2010 WL 7926204, at *3 (heading 

B). 

Further, other aspects of the secrecy agreements at issue in this case make clear that the 

parties intended “COMPANY” to broadly include the entities plainly written into the definition.  

The primary purpose of the agreements was to protect confidential information belonging to the 

“COMPANY.”  The inventors “recognize[d] that CONFIDENTIAL INFORMATION is of great 

value to the COMPANY … and that the disclosure to anyone not authorized to receive such 

information will cause immediate irreparable injury to the COMPANY.”  See, e.g., Dkt. 414-4 at 
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JANREM0098781.   The J&J entities benefit by the plain, broad definition of “COMPANY” 

with respect to such concerns.  Under Janssen’s interpretation, however, employee signatories 

owed no obligations of confidentiality or non-competition to Janssen’s parent company J&J, or 

to any of its subsidiaries or affiliates.  This is contrary to the plain language and clear intent of 

the agreement, and contrary to common sense. 

For example, in Johnson & Johnson v. Biomet, multiple J&J companies sued to enforce 

the non-compete provisions of an employment agreement with the same definition of 

“COMPANY,”3 despite the fact that the defendant was a former employee of one J&J company, 

DePuy Orthopedics, Inc.  See Ex. 3 Letter Order, Johnson & Johnson, DePuy Orthopedics, Inc. 

et al. v. Biomet, Inc. and Robin T. Barney, No. C-107-07, (N.J. Super. Ct. dated Dec. 6, 2007) at 

1–3.  In enforcing the non-compete provisions—presumably at J&J’s urging—the court relied on 

the former employee’s access to the confidential information from several DePuy subsidiaries as 

well as “five companies other than DePuy:  Cordis … Life Scan … Ortho Clinical Diagnostics 

… Ethicon-Endo … and Ethicon...”  Id. at 4, 10–12 (emphasis added).   But under Janssen’s 

contrary argument before this Court, the employee would have owed no confidentiality 

obligations to those “five companies other than DePuy.”  Id.

As demonstrated by Biomet, when confidential information or competitive interests are at 

stake, J&J interprets “the COMPANY” accordingly to its plain, broad language.  Janssen’s 

current assertion that “sophisticated J&J lawyers would never intentionally draft” so broadly 

rings entirely hollow.  Dkt. 445 at 7.  The Court thus should construe the agreement to mean 

3 See Ex. 4,  Motion for Reconsideration, Intuitive Surgical et al. v. Ethicon Endo-Surgery, Inc., et al., No. 110-cv-
183148 (Cal. Super. Ct., filed Oct. 27, 2010) at 5–6 (Ethicon, a J&J subsidiary, stating that “[t]he non-compete 
agreement in [the Biomet] case was identical to the non-compete in this case”); Ex. 5 (Ethicon agreement in dispute 
in Intuitive Surgical et al. v. Ethicon Endo-Surgery, Inc., et al., No. 110-cv-183148 (Cal. Super. Ct.)). 

Case 1:15-cv-10698-MLW   Document 508   Filed 02/22/17   Page 18 of 26



14 

what it literally says, namely that the four inventors assigned their rights to Janssen, J&J, and the 

affiliates and related companies of J&J as specified in the definition of “COMPANY.” 

None of Janssen’s Arguments Justify Rejecting the Plain Meaning of 
“COMPANY” In Favor of Janssen’s “Traveling” Interpretation 

Janssen’s proposed construction of “COMPANY” cannot even be succinctly stated; 

Janssen never actually proposes a construction of the term.  While Janssen argues that “the 

‘COMPANY’ to which the inventors assigned their patent rights was Centocor” (Id. at 5), it also 

argues that “the reason for mentioning Johnson & Johnson and ‘any’ of its related operating 

companies” is “so that employees hired by ‘any’ of those related companies – not ‘all’ of those 

related companies – do not need to execute new agreements every time they are transferred to 

any different operating company.”  Id. at 4.  As Janssen puts it, “the intent of this sentence is to 

allow this agreement to travel with the employee if he or she is transferred to another J & J 

company.”  2/8/17 Hearing Tr. at 47:17–20.   

Janssen’s amorphous, “traveling” interpretation of “COMPANY” must be rejected.  For 

starters, Janssen acknowledges that the employee secrecy agreement “doesn’t literally say” what 

Janssen asks the Court to find it means.  2/8/17 Hearing Tr. at 47:15–22.  In order to arrive at its 

contrived interpretation, Janssen cherry picks from the four categories identified in the express 

definition of the term “COMPANY,” accepting the ones it likes and rejecting the ones it does 

not, as shown below: 

The COMPANY means CENTOCOR and JOHNSON & JOHNSON and any of 
their its successors or assigns, purchasers, acquirers, and any of their existing and 
future subsidiaries, divisions or affiliates, including or any such subsidiary, 
division or affiliate of Johnson & Johnson to which I may be transferred or by 
which I may be employed in the future. 

Janssen keeps the part of the definition that brings in “successors or assigns, purchasers, 

acquirers” of Centocor, as it must, given that Janssen is the successor to Centocor.  But Janssen 
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rewrites “their successors or assigns, purchasers, acquirers” to say “its successors [etc.],” 

because it contends that “‘COMPANY’ cannot include J&J and its subsidiaries.”  Dkt. 445 at 5.  

Of course, the agreement expressly states:  “The COMPANY means CENTOCOR and 

JOHNSON & JOHNSON and…”  Dkt. 414-4 at JANREM0098780 (emphasis added). 

Janssen’s contrary arguments are purely litigation-driven.  Janssen ignores the definitive, 

express definition of “Company,” and seizes upon the sub-clause “including any such 

subsidiary, division or affiliate of Johnson & Johnson to which I may be transferred or by which 

I may be employed in the future”—language it argues is a limiting clause, such that COMPANY 

means only Centocor as well as any affiliate to which the employee might be transferred.  But it 

is axiomatic that “the term ‘including’ is not one of all-embracing definition, but connotes 

simply an illustrative application.”  Fed. Land Bank of St. Paul v. Bismarck Lumber Co., 314 

U.S. 95, 99–100 (1941); see also Phelps Dodge Corp. v. N.L.R.B., 313 U.S. 177, 189 (1941) 

(“To attribute such a function to the participial phrase introduced by ‘including’ is to shrivel a 

versatile principle to an illustrative application. …. The word ‘including’ does not lend itself to 

such destructive significance.”); Boardwalk Regency Corp. v. New Jersey Casino Control 

Comm’n, 352 N.J. Super. 285, 303–04, 800 A.2d 157, 168 (App. Div. 2002) (“[W]e view the 

word ‘including’ as merely illustrative, not limiting.”).   

Janssen also claims that the second sentence of the first paragraph of the agreement, 

which states that “Affiliates of the COMPANY are any corporation, entity or organization at 

least 50% owned by the COMPANY, by Johnson & Johnson or by any subsidiary of Johnson & 

Johnson,” means that J&J is “separate” from the “COMPANY.”  Dkt. 414-4 at 

JANREM0098780; Dkt. 445 at 5.  This sentence, according to Janssen, means that 

“‘COMPANY’ cannot include J&J and its subsidiaries.”  2/8/17 Hearing Ex. 5, Janssen Slides, at 
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Slide 33; Dkt. 445 at 5.   But this argument contradicts the express definition of “COMPANY” 

as including J&J and affiliates.  It also ignores the plain meaning of the definition of “affiliates,” 

which includes any “corporation, entity or organization” that is at least 50% owned by J&J, or at 

least 50% owned by any of its subsidiaries, or at least 50% owned, collectively, by multiple 

entities that are within the group constituting the “COMPANY.”  Dkt. 414-4 at 

JANREM0098780. 

Janssen also argues that the use of the word “and” in the definition of “COMPANY” is 

“plainly disjunctive.”  2/8/17 Hearing Ex. 5, Janssen Slides, at Slide 34.  It is a basic canon of 

construction, however, and common sense, that “[t]he word ‘and’ is conjunctive and not 

disjunctive.”  Pontery v. Peters, 118 N.J.L. 581, 584 (1937).  “[T]o the ordinary or average 

person ‘and’ means ‘and.’”  Alt. Energy, Inc. v. St. Paul Fire & Marine Ins. Co., 267 F.3d 30, 35 

(1st Cir. 2001).  Indeed, where the drafter of the secrecy agreements intended the disjunctive, it 

chose “or,” and where it intended the conjunctive, it chose “and.”  See, e.g., Dkt. 414-4 at 

JANREM0098780. 

Janssen’s argument that “COMPANY” means Centocor (or any other later-employing 

J&J affiliate) because “‘COMPANY’ is singular” is equally unavailing. 2/8/17 Hearing Ex. 5, 

Janssen Slides, at Slide 38; 2/8/17 Hearing Tr. at 51:3–7.  “COMPANY” is a singular unit.  As 

discussed above, J&J and its subsidiaries have applied the provisions of substantially identical 

agreements using the term “COMPANY” to groups of entities.  And they use the term 

“Company” in other contexts, such as securities filings, to refer to “Johnson & Johnson and its 

subsidiaries.”  Dkt. 446-11 (J&J 10-K Annual Report) at 1 (“Johnson & Johnson and its 

subsidiaries (the ‘Company’) have approximately 127,100 employees worldwide engaged in the 
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research and development, manufacture and sale of a broad range of products in the health care 

field.”). 

Finally, much of Janssen’s existing briefing is devoted to characterizing Defendants’ 

reading of the employee secrecy agreements as “absurd.”  But it is not absurd.  J&J chose this 

language purposely, because it afforded protections to the entire family of J&J companies, as 

discussed above.  As noted above in connection with Biomet, when it has suited their interests, 

J&J entities have applied the same or similar employee secrecy agreements to more than a single 

J&J entity.  Another example is Intuitive Surgical v. Ethicon Endo-Surgery, Inc., where J&J 

affiliate Ethicon Endo-Surgery (“EES”) sought to enforce the non-competition provisions of an 

employment agreement almost identical to the ones at issue here.  Intuitive Surgical et al. v. 

Ethicon Endo-Surgery, Inc., et al., No. 110-cv-1834148 (Cal. Super. Ct. filed Sept. 21, 2010); 

Ex. 5 (employment agreement at issue).  When asked why the agreement had no territorial 

bounds with respect to the non-compete provisions, EES explained that “Johnson and Johnson is 

a huge operation [and] we have offices all over the world which is why it is drafted that way.”  

Ex. 6 at 4:24–27 (4/22/2010 Preliminary Injunction Hearing Tr. Excerpts, Intuitive Surgical et al. 

v. Ethicon Endo-Surgery, Inc., et al., No. 110-cv-1834148 (Cal. Super. Ct.)).  EES also argued 

that its former employee would suffer no harm from the non-compete provisions because its 

parent company “Johnson and Johnson is going to pay him during this time period [of 

enforcement].”  Id. at 6:24–26.  In other words, EES treated J&J as being within the definition of 

the “COMPANY” in the agreement, despite the fact that the former employee worked for EES.  

Ex. 5 at 2 (payment provision). 

The basis for Janssen’s claim that Defendants’ interpretation is “absurd” is that it 

allegedly “would require each of the more than 250 worldwide operating companies in the 
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Johnson & Johnson family to join any patent action.”  Dkt. 445 at 7.  But Defendants do not 

contend that Janssen or J&J must “join[] … more than 250 parties” in any patent infringement 

action.  Id.  J&J could have executed further agreements to consolidate rights in the ’083 patent 

(and other inventions) in a single entity, or less than “250 parties,” but it did not do so.  Indeed, 

Janssen maintains that it can fix the problem even now.  See 2/8/17 Lobby Conf. Tr. at 7:13–16, 

9:21–22. 

In the end, whether the broad literal definition of “COMPANY” has consequences 

Janssen does not like in this particular case provides no basis to rewrite the contract.  New Jersey 

courts have “repeatedly … hewed to the maxim that ‘courts cannot make contracts for parties.  

They can only enforce the contracts which the parties themselves have made.’”  McMahon v. 

City of Newark, 195 N.J. 526, 545-46, 951 A.2d 185, 196-97 (2008) (quoting Kampf v. Franklin 

Life Ins. Co., 33 N.J. 36, 43, 161 A.2d 717 (1960)).  “The judicial task is simply interpretative; it 

is not to rewrite a contract for the parties better than or different from the one they wrote for 

themselves.”  Kieffer v. Best Buy, 205 N.J. 213, 223, 14 A.3d 737, 742–43 (2011); see also

Kotkin v. Aronson, 175 N.J. 453, 455, 815 A.2d 962, 963 (2003) (a court “cannot make for 

[contract drafters] a better or more sensible contract than the one they made for themselves”) 

(citing Kampf, 33 N.J. at 43).  Where, as here, “the language is plain and capable of legal 

construction, the language alone must determine the agreement’s force and effect.”  Twp. of 

White v. Castle Ridge Dev. Corp., 419 N.J. Super. 68, 74–75, 16 A.3d 399, 403 (App. Div. 

2011).  “[S]ubjective intent does not matter.”  Nye v. Ingersoll Rand Co., 783 F. Supp. 2d 751, 

761 n.12 (D.N.J. 2011).  This Court is “not at liberty to introduce and effectuate some supposed 

unrevealed intention.”  Newark Publishers’ Ass’n v. Newark Typographical Union, No. 103, 22 

N.J. 419, 427, 126 A.2d 348, 353 (1956); see also Gabriel v. Jackson Nat. Life Ins. Co., No. 11-
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12307, 2015 WL 1410406, at *4 (D. Mass. Mar. 26, 2015) (Wolf, J.) (“[T]he analysis must turn 

on the terms of the ’817 Policy, rather than whether Reassure America’s policies comported with 

prevailing industry practices.”), appeal dismissed (Aug. 24, 2015). 

III. Janssen Lacked Standing To Assert The ’083 Patent In Its 2016 Complaint 

Janssen’s 2016 complaint also should be dismissed due to lack of standing.  After filing 

its first complaint, Janssen attempted to remedy its lack of standing by executing six after-the-

fact assignments from the named inventors of the ’083 patent to Janssen.  See supra, n. 1.  But 

four of the inventors—Epstein, Marsh, Monsell, and Ozturk—had already assigned their rights to 

Centocor and the J&J family of companies.  See supra, Section II.B.  These four named 

inventors therefore “had nothing to give to [Janssen],” which means that their “purported 

assignment[s] to [Janssen are] a nullity.”  Filmtec, 939 F.2d at 1572; see also Abraxis 

Bioscience, 625 F.3d at 1365 (“AZ–UK could not assign the patents because it did not possess 

their titles. AZ–UK had no legal title to assign and, therefore, lacked standing to commence this 

litigation.”).  For all of the same reasons set forth in Section II.B, supra, J&J and its affiliates 

remain co-owners of the ’083 patent, and Janssen still lacks standing for its 2016 complaint. 

IV. Conclusion 

For the reasons set forth above, Janssen lacks standing for Count 6 of its 2015 complaint 

and the entirety of its 2016 complaint.  Both complaints must be dismissed. 
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APPENDIX A: CASES FINDING NO ASSIGNMENT 

1998 Horwitz 
Agreement 

IpVenture v. 
Prostar Computer, 
Inc., 503 F.3d 1324 
(Fed. Cir. 2007) 
(holding that 
“agreement [that] 
says ‘agree to 
assign’” is not an 
assignment)

Freedom Wireless , 
Inc. v. Boston 
Commc'ns Grp., 
Inc., 220 F. Supp. 
2d 16  
(D. Mass. 2002) 
(finding contract 
language not 
sufficient to convey 
legal title)

Gellman v. Telular 
Corp., 449 F. 
App'x 941 (Fed. 
Cir. 2011) (finding 
no present 
assignment of future 
rights)

Arachnid v. Merit 
Indus., Inc., 939 
F.2d 1574 (Fed. 
Cir. 1991) (holding 
that language that 
an invention “will 
be assigned” is “an 
agreement to assign, 
not an assignment”)

Advanced Video 
Techs. v. HTC 
Corp., No. 15-4626, 
2016 WL 3434819 
(S.D.N.Y. June 14, 
2016) (holding that 
language referred to 
“agreeing to do 
[something] in the 
future”)

Hoffman-La Roche 
Inc. v. Teva Pharm. 
USA, No. 09-5283, 
2011 WL 6028583 
(D.N.J. Dec. 2, 
2011) (finding no 
“automatic transfer  
of rights”)

I agree that all 
SUBJECT 
INVENTIONS are the 
property of 
CENTOCOR, and I 
agree that I will:
a. promptly and 
completely disclose to 
CENTOCOR all 
SUBJECT 
INVENTIONS; 
b. assign to 
CENTOCOR, at its 
request and without 
additional compensation, 
the entire world-wide 
rights to such SUBJECT 
INVENTIONS, to patent 
applications which may 
be filed and to patents 
which may issue on such 
SUBJECT 
INVENTIONS; 
c. execute all documents 
necessary to carry out 
the above; … 

Such Proprietary 
Developments are 
the sole property of 
HP, and I agree:
a. to disclose them 
promptly to HP; 
b. to assign them to 
HP; and 
c. to execute all 
documents and 
cooperate with HP 
in all necessary 
activities to obtain 
patent, copyright, 
mask work, and/or 
trade secret 
protection in all 
countries, HP to pay 
the expenses. 

The Employee 
agrees that all 
inventions … 
belong to the 
Company. The 
Employee will 
promptly disclose 
such inventions … 
to the Company and 
perform all actions 
reasonably 
requested by the 
Company to 
establish and 
confirm such 
ownership…

[A]ny and all … 
inventions, ... shall 
be and remain the 
exclusive property 
of Cellular Alarm. 
[Mr. Seivert] agrees 
to execute any and 
all assignments … 
to vest in Cellular 
Alarm all right, 
title, and interest in 
such Work 
Products. 

Any inventions 
conceived by IDEA 
or its employees ... 
shall be the 
property of 
CLIENT 
[Arachnid], and all 
rights thereto will 
be assigned by 
IDEA ... to 
CLIENT.

b. Inventions and 
Original Works 
Assigned to the 
Company. 
I agree that I … 
will assign to the 
Company all my 
right, title, and 
interest in and to 
any and all 
inventions… 

Nippon agrees that 
all inventions … 
belong to ROCHE 
and NIPPON 
therefore agrees to 
assign such 
inventions to 
ROCHE and to 
assist ROCHE in 
ever [sic] proper 
way to obtain 
patents of such 
inventions in any or 
all countries.
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RIICER. DANZIG, sCli:Elt.ER.:tM..AND & P'EU.ETTI UP 
Headqllll1erl Plaza 
Ou Spetd~l Awaue 
Morriaown. N1 07962-llltl 
(973) S38-0800 

. Anora · •· for Plaintiffs eyl .. .. , .... . . . 
Jotmton & JohNOn; Deh)':Orthopudit.s. lnc. 
and DePuy PrcdW:ta, IDe. · 

JOHNSON & JOHNSO!'f..l>BPUY 
ORTHOPAEDICs. INC. 'iN DEPUY 
PRODUCTS,1NC., 

p laiDtifra. 

BIOM!Tt.INC. andROBD,-rT. BARNEY, 

Detirld.U. 

FILED 
.&VG 27 2001 

.,....,.P .... .t 

CMLACTION 

THIS MATTER baving been opened w lbe Court by. plafalim JohnliCII & Jobnloo 

("J&J"), o.Pu.y ~~ ~. (".Del'U)' Oftbopudb") aud DePuy Pxodllc:t&, Inc. ('1>ePuy 

Produets1, aeelcin& relief by way of temporuy resttalnll purauant 10 &. 4:52; md tho Collrt 

hlviDJ eo&Uidmd the ~ filed in eolllltction with taid ipplicatioai: Inc! the Court having 

bMn1 tho 111ptn•~ of ~1 on July 17, 1007; .and the Court havi.aa At !Qrfu its opmjon Ol\ 

lhe record on .J11ly 17, ·loa?, aad hevlnJ conducted a lllephone ~ with ~~ 

conoeminJ the Conn o!~ Orocr on AUJUSI 12. 2007; IUI<l!br &oocl caUIO &bowu; 

rr:is on tbil _rtt-Y of /'w.gx. +- . 2001 .• 
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Cowt: 

IC!tivill• wilh Biomtt .-. SbU1 in ~1ion witb. Biomllt's Dental Div.lalon. Blomet and its 

oflic;~ agents and eq»~ will not cauae o'r pcl111ft Ms. Bam.y·to dO so. Biomlt's Oemal 

. . 

2. Ms. Bu:fte). D\&y hal'e \>ll.uteu-m.ted con~ 111d coaununicltiom only 

with Biomet emplo)'eU ,me, ~ employed by B.iomtt's D~ DiYisUm or in oomieollon wilh 

worlc that applies DillY to tbt D.:ntal Division. 'lloh. Barney mt.y DOl .bavt. bllaDMf.A!Wed 

eonfcrcncca an4 oomm,unintlom reiating to Orthopediea with Blomet employees. For plll'j)Oses 

of ems Order, . "~es" DWin& ever)'thiD& other than Bj()ll)lt'i ':Dtatal Di\iisiOI). for 

example, "Ortbopociiea .. ·,iul;lud05, but iJ not ltmited ·to, Bicmtet'a ()rihopedir:e, Spi!le (whl.ch 

lncluda !be Bracinl ·..t SoJ\ Oooda Lioea), T~ Spom Mtdic:Uie and Mlcmflurion 

(Cnuial/Neuro) Divilliqlll, all of which are iiaJDP'titiv. With PlaiiUifti. 

3. l•b. B~ lhallliot sm.d to or reofive f!um Biom.t empl~~ or liP* wrinm 

or electronic ~ooa. such.u emaila, tclatinl :to ~ ~wover, ifMI. Bamty 

m:civcs a writtea or · oloommk oommUII.iallan 1l:om Biomet's. tqJlO)'eM oc a,.m that 

allbtbntially relates to Biamet's Dallal DiviJion aod tblo - ~o Bio'rnet'a no,.·Deutll 

businca, ~ fact that s'~et did not ntdaet· the non-Omtlll ttfet~ frOm such ~Wilcation 
r·· . - - . 

or that Ma. Barney r.vi.ewod RICb DOI'J-Dentai refli'tlnc;es ilhall uo\ b4 ~011 a violalian ollbls 

2 
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4. MJ. 'B~ may wotlc at Bkim.et's Waruw;. IndiW flldlitia in connectlon with 

the Donut DIYilioa, lNfMs. B~®Cy'a of1lc:e will DQt be louted r.cljicoaNo 1he sroup of Blomet 

employ~ wbo 'York tricciiiDoction with Bloznet'a {)rtbopedica businea. 

s. Ma. B~'may not azrend l:lul1le po(tion5 ofaoo«al ~ Olhermeetillp orBiamet 

whtire tbe Onhoped!c ~ ofBiomet's tnllintA mipt or woukl be ~ in any Way. If a 

si,.en meotin& invot.es raon ~an one Blomet busineu unit, M.a. Birftey may att!llld .on}y tbat 

portion of die meoriA& ~. Biomet's Dfntal Dlvisiou. epcf wlU li:Jt'atteacl or otherwlae be 

involved In any way ln: OCI:iu pi:lnlona Qf the mHllna rtpdlna Orrbopc:dles; ' 

' i 

6, MI. B.-y will DOt .di.o}oM, UN, disaemi~ leaNl'e UP.Oft !'!: pllblilla 1111)' of 

pllintifli' confidential ii\!onnation, rileanioa. IU dcfiDod in her BmplO)'DD SICltcy, Non~ 

DisclOS\AfC, Noo-Compedtioa me! Non-Solicitition A~eut ("A~ with plaiutif&, 

ln1brm.allon dm:loHcl to MI. Barney or known by Mt. Btraey as a ·rewlt ether employment by 

plalnti~, DOt a-enlJy lrDowD to tba trtde or· indwltry in .,.,hlob pl81t!ri1fs are enJ18t!ld, about 

producta, pnx:-. tec!molopa, llliiCbirlu, c.uctomw'- .Clieoll. employ.aa, aervic111 aDd 

engineeri.ft&, mark~na. memaanclfting, selful& 11la volllmtll or lti'Uesitll, n!Al'lber or ~Ilion 

ot salea ~. D&mlll or lipificaDGe o! plllintiJ!i' CWitOalm or elieatl or tbtir 

employees or reprenntallva, prcfenDcel, ncc4l onoqllfrsments, ~ histories, or OCher 

cua101nor or cllemt-specUit huorrilation. PlaintU'fi roco~ that dotead.latt coat ell .!he· validity 

or the Aiioomeat; aDd it il i'urth« 
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7. ORDER&~ dw, cffeclive • of ]uly 17, Z007, plaintlm will supplcmant M5. 

Barney's salary as provided. in the Agreement, subject to disco~ md modification of thll 

Order by lhe Coun; and it ia ~-

12. 2007 at 9:30 a.m.~ and it Is furlbeT 

ORDERED th-.t any party ltll)' move to !Ualolvo or modify ~ temporary ~ts 

herein contain~ on two (l) (lays notice to tho otbcrpanies; and lt Ia t\mher 

ORDERED 'that plaintiffs' eowssel will lervt a "filed" copy oflhil Order llll • 

counsel witbin.~ days of receipt hereof. 
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LEITER OPINION- NOT FOR PUBLICATION 

December 6, 2007 

Dwight D. Luec~, Esquire 
Barnes & Thornburg LLP 
1 I South Meridia,n Street 
Indianapolis, IN 46204 . 

William N. Howard; Esquire 
Freeborn & Peters· LLP 
Suite 3000 
311 S. Wacker Drive 
Chicago, It 60606 · 

·1'. 

James P. Fenton, Esquire 
Eilbacher Fletcher LLP 
Suite400 
803 South Calhoun· Street 
Fort Wayne, IN 46892 

FILED 
1DEt 06 2007 
~,~P. V.ugh,Jr. 

Re: J.&~J!DePuy'v>Biomet, Inc. and Bamey 
DOcket No. C-107-07 . 

Dear Counsel: 

APPellate Division Docket No. AM:·216-07 
Atrtplification of Prior Statement of Reasons 

. , Pursuant toR. 2:5-l(b) 

As you know,· this matter was bef9re me on ·October 4, 2007 
for oral argument with respect to the Plaintiffs' application for a 

L • .. l .... , • 41 ._ .... AA' AA,_ 
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preliminary injumction. By Jetter dated October 11, 2007, 1 
informed you that I ~d decided to continue the temporary 
restraints previously entered and briefly explained my reasons. 
The preliminary injunction was entered on Noventb.er 2, 2007. 

In the interim, on. October 15, 2007, I entered an order for 
mediation pursuan~ to R. 1 :40-4 . . The mediation ;was scheduled for 
November 29, 2007. Consequently, I deferred preparation ·of a 
more detailed opinion: in the hope that the mediation would be 
successful. 

A motion fordeave to appeal-was filed by the'·Defendants on 
Novembe.r 23t 200V., which 1 believe was the last•day to file such a 
motion, or close to1 it. ·Counsel -agreed to the Plahitiffs' appli~tion. 
to the Appellate Oivision for an extension oftime,torespond to the 
motion for leavei;to appeal, pending--the mediation, which was 
granted. The mediation took place on November 29, 2007, but 
proved unsucces5ful. Consequently, the Plaintiffs;)VilJ be opposing . 
the motion for leave to appeal. Pursuant to )!. 2;5-l(b), I am 
exercising my right to submit "an amplification~ ofmy prior very 
brief statement of:teaSons. 

Before considering the facts presented on 1he' 'application for 
a preliminary inj'itoetion. a review of the applicable law will be 
helpful. A court' asl(ed to enter preliminary injlmCtive relief must 
always bear in rnind' that "(t]he power to issue injunctions is the 
strongest weapon~ at the command of a court of.equity, and its use, 
therefore, requires ::the exercise 9f great caution, deliberation and 
sound discretion ... Light v. National Dveing ·& Print in& Co.. 140 
N.J. Eg. 506, 510 (Ch.f·947). 

The factors-to be considered are well known. The party 
seeking preliminaty,lnjunctive relief must demonstrate (l) the need 
to prevent irreparable injury, (2) a reasonable·,· probability of 
success on the mmts, (3) a settled underlying lcgal·right and (4) a 
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balancing of hardships that favors injWlctive relief. Crowe v. ~ 
Gioig, 90 N.J. l26, 132·34 (1982); McKenzie v, . Corzine. 
N.J. Syper. (App. Div. 2007); J.H~t.Renarde. ~ 
Si.J.m., 312 N.J. Spr. 195, 206 (Ch. Div. 1998). If a court is doing 
more than presmfug the st~tus quo, it must determine whether all 
of the Crowe elements are present MeKenzie v. Corzine, __ 
NJ. Super. at :, . And, contrary to the asSertion ofcounsel 
for the.Plaintiffs;:-'a eourt must consid~r whether the Crowe factors 
"clearly and convincingly· support[] the entry of injunctive relief.., 
Thid· 

As will be:,seen; this case .centers on the· enforcement of a 
restrictive covenant, or covenant not to compete, lin an employment 
agreement. New- Jersey recognizes and will !: enforce post;. 
employment resttietive covenants between azt. employer and 
employee, but onlyHfthey are reasonable and· not :merely intended 
to prevent "competition as such". Whitinver Bros,. Inc. v. Doyle, 
58 N.J.:. 25, 33-34 (1971). While the employer cannot merely stifle 
competition, it has , "a patently legitimate interest: in protecting D 
trade secrets as well as ·0 confideritiai busineSs· ififonnatiQn and [] 
an equally legitimate · interest in protecting · [] customer 
relationships." It at 33. Su~h agreements Will' be enforced in 
whole or in phrt •'to the extent reasotulbJe under the 
circumstances." ;SOlari Industries. Inc. v. Malady; 55 NJ:, 511; 585 
(1970). Such ·an·. agreement is reasonable when it protects the 
legitimate interests of the employer, imposes no undue hardship on 
the · employee, · and is not injuriouS to the public. Karlin y, 
Weinberg, 77 NJif408, 417 (1978) . . 

Defendant,,:Robin T. Barney ("Barney") w~ a high level 
executive of Plaintiff DePuy Orthopaedics, Inc. ("DePuy"). 
DePuy has offices in Warsaw, Indiana, which is where Barney 
worked at the time she left DePuy. Defendant Biomet, Inc. 
("Biomef'), Baniey's current employer, is also 1b(:ated in Warsaw, 
Indiana. Biomet1tdfers many, if not most, oftb~ 'Same products as 
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DePuy wtd its affiliated companies. 'l'he ISsue nere 1s wnemer .u1c:: 
covenant not to compete ~igned by Barney While at DePuy 
prevents her from·"Working immediately in the same product area 
for Biomet QT whether she must wait eighteen motiths, or perhaps 
some shorter periOd, before doing so. 

Plaintiff Johnson & Johnson (J & J), which is located in New 
Brunswick, New'· Jersey, has subsidiaries ·. 'active in the 
development. promotion and sale of medical device and diagnostic 
("MD&D") prod~. consumer products and pharmaceutical and 
biotechnology pfflducts. The MD&D portion of these J & J 
businesses includes ~ix segments, one ofwhich is DePuy, Inc. and 
its subsidiarie~ .. ~"ich are sometimes referred: t6 .'as the "DePuy 
franchise." . Within that "franchise, are ;,Plaintiff DePuy 
Ortho~dics, as~ well as DePuy Spine, DePuy1 · Mitek (sports 
medicine) and GOdman . (neurology). Codman ''products include 
products used for Cfanial · and maxillofacial reconstruction. 

Barney worked·for J & J operating companies for 15 years. 
Her resume descrlbtd her progress from an engineering manager to 
various higher level positions in several locations, including 
Indiana, as follows: "VP, Spine Operations, DePuy (1999-2000, 
Raynham, Mass86husetts)," "VP, US Joints, DePuy (2000-2002, 
Warsaw, Indiand~/' ''VP WW Joints, DePuy :{2002-2004, Cork, 
Ireland)~ to "VP~ · WW Operation, DePuy (2004 · to [2007], 
Warsaw, Indiana)~'" In her resume, she described her duties as 
Vice President Worldwide Operations, her last1position at DePuy, 
as being 44[r]es~sible for all aspects of o~ons including: 
procurement, foreeasting, planning.. lOgistics; inventory 
management, m31tufacturing, · and distribution .:.. across all DePuy 
Operating Compariic;s (Joints/Trauma/Extremities, Codman, Spine, 
and Mitek).'' ( ,. 

Over the co~e. of.her employment at J &:J/DePuy, Barney 
signed agreem!mtS containing covenants not to compete. The first 

4 

Case 1:15-cv-10698-MLW   Document 508-4   Filed 02/22/17   Page 9 of 26



appears to have been in 1999 '(when she first became a Vice 
President). There:!was another in 2000 and yet another in 2004 .. It 
appears that she dj~ not sign such an. agreement in 2002, when she 
went to DePuy!~:· subsidiary in Ireland, because they are not 
pennitted under .Irish--law . 

. " ' 
The 2004 ftlilployee Secrecy, Non..Co~tition and Non-

Solicitation Agrem1~t ("Agreement';), the one primarily at issue 
here, was signed after .Barney returned from. Ireland and was 
ptomoted to the ~~tion of Vice President, Worldwide operations. 
It provides, in pettinent part, as fol1ows: 

; .. 
CONfiD£NIIAL.lNFORMA TION means -~nfonnation 
disclosed to (~e or known by me as a result of my 
employment by the COMPANY, not generaiJy known 
to the trade or industry in . which the COMPANY is 
engaged, ~ut products, processes,. . ; machines~ 
customers,· ..'l~Jients, employees and ·services of the 
CO:MP ANY~. ~including but not limited . to, .. inventions, 
research, ckyelopment, manu~g, .purchasing, 
finance, (lata . . ·processing, engineering,. marketing, 
merdlandisiA& ·.selling, sales volumes and,· strategies,. 
number and.rlocatioo ofsa1es .representativ~s, names and 
significance;,pfthe COMPANY~s customers and clients 
and their ·.~loyees and rept"esentatives. m:eferences, 
needs and ~uirements, purchasing_histories, .·and other 
customer on:Uent·specific information, and-compamble 
information. ~ut . the products, processes,. .. . rnachines, 
customers, . -~lients and ·services of affiliates . of the 
COMP AN\rtacquired by me during my emp1~yment by 
the COMPANY. 

CONFLICQNG ·PRODUCT means any product, 
process, m.;hme. invention or service of any petson or 
organization·:other than the COMPANY in existence or 
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under development which resembles or completes with 
a product, preeess, machine, invention or service upon 
which I shal!Dhave worked or about which I become 
knowledgeable , as a result of employment with the 
COMPANY and whose use or maiketabili~ :coqld be 
enhanced by·,tapplication to it of CONFiDENTIAL 
INFORMA TI0N · which I shall have had llCCess to 
during my employment. 

~ ~. 

CONFLlCllNG ORGANIZATION means any· person 
or organizatiott which is engaged in or about to become 
engaged in :research on, consulting regarding, or 
development:;:. production. marketing, or selling of a 
CONFLICTING PRODUCT. . 

* II! * 
S. I · · reQogni7..e that . CONFIDENTIAL 
lNFORMA TIG)N is of great value to the COMPANY, 
that the COMPANY has. legitimate business interests in 
protecting its i60NFIDENTIAL lNFORMATlON, and 
that the disclosure to· anyone not authorized, to receive 
such information~ including a CONFLICTING 
ORGANIZATION, will cause imrnedjate , hreparable 
injury to the :COMPANY. Unless I f!rSt ··seeure the 
COMPANY ,s written consent, I will nQt disclose, use, 
disseminate, lecture upon or publisll. CONFIBENTIAL 
INFORMATION. I understand and agree .·that my 
obligations· not to disclose, use, disseminate, . lecture 
upon or pubUsh CONFIDENTIAL INFORMATION 
shall continuc',aftcr tetmiJUJ.tion of my employment for 
any reason. ·.·, .: ·· 

6, During my employment with the compan~ and for 
a period of ·etlbteen (18) months ·after termination of 
my employment with the COMPANY for any• ,reason, I 

6 
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will not render services, din:ctly or indirectly, to any 
CONFLICT:ING ORGANIZATION in the United 
States, or ·in any foreign c.ountry or territor:y in which 
the services I may provide could enhance , the use or 
marketabilit)l · of a . CONFLICTING PRODUCT by 
application ,:;,of ·CONFIDENTIAL INFORMATION 
which I ·· shall have had · access to· .. during my 
employment;~·excepf that I may accept employment with 
a CONFLICiFING:OROANIZATlON whose business 
is diversified and which is. as to that part of:its business 
in which I aoccpt employment, not a CONFLICTING 
ORGANIZATION; ·provided that the COMPANY, 
prior to my :accepting such employment, shall receive 
· separate Written assurances satisfactorY to the 
COMPANY ftom .such CONFLICTING 
ORGANIZ.Aq:JON and from me, that I. will not render 
services directly or irtdirectly, for an 18-month ,period, 
in conrtection·with any CONFLICTING PRODUCT. 

7. I ·recognize that the COMPANY's ~lations with 
its accowtts;; ·(?t.J$tomers and clients represents .an 
important :business · asset that results.· '"·from the 
COMPANY~ ·significant investment of itS··:timc and 
resources. ,;fl ·· further recognize that by virtue of my 
employt,nenf.i)y the COMPANY, I have gained or ga,in 
relationships~ with the accotmts, customers land clients 
of the COMPANY, and because of such relationships, I 
could cause .1fte COMPANY great .loss, d~ge, and 
immediate ittep~le harm, if, during my employment 
by the CO~ ANY or subsequent to the termination of 
such emplo)!.lllcnt for any reason, I sbouldffor my~elf 
or on behalf of any other per$on, entity, finn or 
corporation, .sell, offer for sale, · or solicit .or' usist ~ the 
sale of a ·ptoduot or service that could compete w1th a 
product ·oruservice being sold or developed · by the · 
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'-'Vl'I'U.ru.,. .l •. .l U.U.•.L ... .lUl\oo G&·Q"' WIGL '-IU,f.Ul!!) 111)' 

employment W•ith the COMPANY and for eighteen (18) 
months after :tennination of such employment for any 

. reason, I wiU not solicit any business from, ~ll to, or 
render any .Vice to, or, directly or indirectly, help .. 
others to soli<Sit business from or render Service or sell 
to, any of the :accounts, customers or clientS with whom 
I have had contact during the last twelve (12).months of 
my employment with the COMPANY, for any purpose 
related to the .saleofany such product or service. I also 
agree that f$' a··period of twelve (12) months after 
termination ~oJ employment with the COMPANY for 
any reason, I ;Mll1not solicit or hire on my own behalf: 
or on behalfof·others, any COMPANY employee. 

(Emphasis in origirial). . · 

Although Barney had signed several such agreements prior .to 
her transfer to Ireland in 2002, she was not immediately asked to 
sign one upon her~ to. the United -States and related promotion 
in 2004. When she ·was subsequently asked to ! :sign one, she 
initially demurred. Barney . testified that she understood that she 
would not receive hcl: "bonus" for calendar year 2004 if she did not 
sign the Agreement.: · Earle Hanlin, the person whq allegedly told 
her this, recalls telling her that she would not .receive stock options 
or Certificates of &tra ,Compensation ("CECs") it' she did not sign 
the Agreement. lt··appears that the awarding of bonuses. stock 
options and CECs' arc discretionary at DePuy. 

While DePuy": rnay have been heavy-hand~ in obtaining 
Barney's signature '~ ,that time, she had worked' for DePuy/J & I 
long enough to ~oW.that ~opl~ at her level were ~uired to sign 
such agreements,. &a ,apparently IS also tpe C3$e at Btomet. BaJl':eY 
signed the Agreem~t and did not challenge its validity ?r notify 
DePuy that she did not consider herself to be bound. by It for the 
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approximately thfele· years she remained at DePuy, dUring which 
time she continued to rec~ive the full salary, · as wen as 
dl.scretionacy benefits ·and additional remuneratiC)n; of her position 
as Vice President- iOf World Wide Operations. ~-.Martindale v. 
Sandvik, Inc., 173 ,N.J.. 76, 88-89 (2002) and Hggan v. Bergen 
Bruoswig Cotp.; 159 N.J. Super; 37, 43 (App. Df:v. 1977) for the 
proposition . that oontinued employment can be consideration. for 
such an agreement. 

Barney also-''Contends that, prior to her execution of the 
Agreement, Hanltw ~ told her that covenants sucl1 as the ot1e· 
contained in the AFement ''were intended onlyi"for · entbrcernent 
against ·personnel · anployed · in sales, marketing;· or research and 
dev~lopmcnt funetiOhs/' Barney testified that this;:-recollection is 
supported by an· email from Lawrence Cunningham that Hanlin 
showed her at 'tilt time. The emails exchanged between 
Cunningham and ~in we not entirely coilsistenf'With Barney's 
recollection. The emails from Cunningham state ~that covenants 
not to compete w~te to · protect trade secrets and intellectual 

· property, and ''unlt.Ss there'·s a blatant conflict of·ifiterest, usually 
in a scientific or tedmical field, they are virtually not enforceable." 

However, Bariley never asked Hanlin whetherDePuy would 
seek to enforce the covenant against bet: ~'We never talked about 
enforcement against me." Moreover, Barney recognized that 
Hanlin '\vasn't a ttystal ball reader."1 In any eventrit is clear that 
Barney does not ·e~ert ·aJlege that· she was· actullly told that the 
Agreem·ent would· 1inot be. enforced against her. 1 'see no factual 

l: 

'' 
• At the time that Hag lin .engaged in the discussion, he .~. in the role of 
supporting Barney for.:~onnel purposes; he was noth~t; ~~perior. Bam~y 
did not speak about tlfe: issue of enforcement of the cov~t as to her wtth 
Cunningham, the in(tiv.fdUal who Md uked ijanlin to seek signature of the 
Agreement, nor with Tony Vernon, the person to whom $he reported at the 

time. 
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and definite· prornise, (ii) made with the expectation that the other 
party will rely UPQn that promise, (iii) the other·. party reasonably 
relied on the pron.tise, .and (iv) the other party suffers a substantial 
detriment RoyalAssocs. v. Concannon..200 N.J. Super. 84,91-92 
(App. Div. 1985). ·Certainly there is' no indication of fraud. ~ 

. Jewish Center of Sussex CountY v. Whale. 86 & 619, 624-26 
(1981). . ,; 

.. ·.• 

Barney cleatly had access to ·significant amounts of 
confidential and ·proprietary information belonging to J & J!DePuy 
as part of her work for the DePuy .franchise. Bamty was provided 
with the followiltg types of information, among' others: sales 
infonnatio~ - dam:;"relating to oost savings of DePuy and its 
affiliated comparties'; ·infonnation assessing the capabilities of key 
employees, illformatioir eoncerniftg the profitability rand annUalized · 
savings of thee DePuy franchise by operating company, 
information, at a ·level of detail not known to the public, 
concerning standard cost information. and products· being 
developed by DeP~. She was involved in disc\tssions concerning 
the DePuy franchi$'8''s business planning and future strategies, such 
as an Operations Sltategic Plan including plans and:projections for 
headcount. inventory levels and capital expendit'lll'es through to 
2013. 

Barney was ifivolved in many aspects or~tegic planning. 
By way of exampl'e; Barney· was a member qf thtf' DePuy Global 
Management Boarit (~~oMB .. ) frOm 2003 or 2004 UHhe time of her 
resignation. The· 'GMB is cdmprised· of senior commercial 
representatives tmm the entire DePuy global ~-,franchise: ( 1) 
Orthopaedics, (2)::<Spine, (3) Mitek (sports m~icine) and (4) 
Codman (neurolept). • The GMB is also comprised of senior 
functional leaderS' :from across· the DePuy fran~hise, including 
operations, quality~ finance, human resources, infonnation 
technology, busmc$s developm'etlt, research & development. 
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communications~ 'health care compliance and legal. The GMB met 
on a quarterly 'ba8is from the third quarter of 2005 through 
approximately OCteber 2006. The GMB then met op. a monthly 
basis again. from . ·approximately November 2006 through the 
serond quarter of 2007. 

I 
Because the .GMB is extensively involved in the strategic 

planni.ng and taQtical execution for the entire· DePuy global 
franchise, mem~ ,. pf the GMB are privy to confidential, 
proprietary and tra4e secret information concerning all four of the 
DePuy companies; :(l}Ortho,paedics, (2) Spine. {l) Mitek (sports 
medicine) . and ( 4); 1 Codman (neurology). The GMB' s strategic 
operational focus is .. on the preSent and the short- .and mid-term - it 
examines the c~nt 1year and approximately the next 18·24 month 
period, as well as ~$rategic business planning for ·approximately a 
.seven year horiZODiJ:. Ofuer activities and sowces ofinfortnation are 
found in the record on the application for .the . preliminary 
injunction. 

Barney was a1so a member of J & J"s Medical Device and 
. Diagnostics e~&D") Council and its WorJ4wide Operations 
Council. The MD~D Council provides strategic. planning for the 
facilities, equipment and persotJnel needed· tO . manufacture and 
distribute the produpts of J & J's MD&D business, which includes 
five companies .. ,other than DePuy: Cordis · .'(interventionaJ 
cardiology); Life ·Scan (diabetes .l:nanagementk Ortho Clinical 
Diagnostics (diagpQ~ics and other testing equipm~nt); Ethicon
Endo (minimally invasive surgical pl'Oducts and. ~uipment); and 
Ethicon (surgical . ~lusures and binding materials such as sutures). 
Until the beginning of 2006, Ms. Barney chaired the MD&D 
Council, and thereafter she served as DePuy, s representative on 
that Council. Ms. Barney also served on . the J & J Worldwide 
Operations Coun¢il, which focuses ·on developing strategies to 
ensure that J & J'.s products are of the highest quality, while 
improving the cost of goods and effective tax rates. That Co1.1ncil 
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focuses on implementing best practices and operations across J & J 
and reviews. J & fs three major business groups: (1) Medical 
Device and Diagn.ostics; (2) Consumer; and (3) Pharmaceutical 
and Biotechnology •... 

In my view; tlte record is quite clear that Barney had access· 
on a. regular basis :fa the type of confidential bus~ess information 
that is appropriafe1y subject to protection. with . pr without a 
covenant not to compete. Whitmyer Bros., Ing, y. L}qyle, 58 & 
at 33. Tellingly, in my view, Biomet expectS Barney to sign a 
covenant not to compete with it, al:though it had not yet been 
signed as of the d8tb of oral argument, In addition, when Biomet 
produced some business information similar to the DePuy 
information to whwh Barney had access, it did . so subject to a 
confidentiality -o~~ There is no basis in the record to conclude 
that the types of iJ1fonnation to which Barney .had access were 
simply "matters o~. general knowledge within th.e-industry'' or 

· "routine or trivial~erences in practices. and methods,.~ which are 
not entitled to prot~tion from competitors. lit· at33-34 . 

. . \ .i . . . . 

In the spring~o~ 2007, Barney Wf.lS dissatisfi,ed with her work 
~ . .. . 

at DePuy and disappointed that she had not received a promotion 
that she believed had been promi~~ to her. Although Barney 
claims that she WI$ .. deprived of the promotion by a :new superior 
who acted for discnminatory (gender-based) reasons, she has not 
fi_Jled a countercl~.· · : :SS.tat tatti~ng such a ca. use of action n?~ has she set 
forth a compelling ~ case, as opposed to assert1ons, for such 
discrimination at this point. Had she done so. I would have 
considered the issl,i~ -;itl weighing the ~rowe factors. 
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Barney contaCted a fonner President of DePuy Orthopaedics, 
and asked him to put her in contact with Jeffiey .Binder (.Binder), 
the President of Biomet - himself a former President Qf DePuy 
Orthopaedics. Barney ·informed Binder that she ·had executed a 
confidentiality and1 non-compete agreement ·with ;Plaintiffs and 
provided him with li'copy of the Agreement. Attomeys for Barney 
and Biomet discussed the Agreement at some length. Barney's 
counsel told Biomet~s 'counsel "[t]hat someone' dn the human 
resources · departrrtent at DePuy had explained tO' Robin that 
(covenants not to oompete] were typically onty:enforced against 
employees working in sales and marketing or research and 
development." 

During the :C()tJtse of negotiations with Bromet, Barney 
requested and Biomet agreed that Biomet would'· indcmmify her 
against-any claims ilat DePuy might 111ake against bet based on the 
Agreement.· Bamey1also negotiated a provision that, In the event 
that she were to be enjoined from working in the orthopedics area, 
Biomet would plate· her ·in a suitable altemative· position or 
business unit until' Lher restriction expired~ Biomet's dental 
division, in which :Barney now works, was the 'bnly division 
discussed at the time:\ 

Barney contiri.u:ed her activities at DePuy 'while she was 
negotiating her newttnp1oyment arrangement with Biomet. She 
participated in · portions of a two day GMB meeting in New 
Brunswick. New Jersey on April 17 and 18, 2007. , · 

Barney · received a draft offer letter from Biomet in early 
May, as well as a draft resignation letter prepared ~ counsel for 
Biomet. The offcr:let:ter referenced a number of other documents, 
including "Biomet•s" ·Confidentiality, · Non:.Disclesilre and Non
Competition Agreement." On May 4, 2007, Barney's counsel 
asked for a copy r:::of ·this Non-Competition Agreement and 
expressed the coneem that "Ms. Barney is reluctanfto: sign another 
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non-competition agreement· given the problems the agreement with 
DePuy is causing.~ · , 

A revised offerdetter was received on or about May 87 2007. 
The Biomet Non-O>ntpetition Agreement was ·also provided. 
That covenant not to compete appears to be morecrestrictive than 
DePuy's covenant)"·· While DePuy's covenant allows Barney to 
work for a noll-competitive division. of a competing organization, 
Biomet's covenanrprohibits the employee from working, directly. 
or indirectly, ''with: a person or entity which directly competes with 
the Company., 

On May 4, Ms~: Barney conducted research: on her computer 
in an attempt to detenitine whether Plaintiffs had': been successful 
in enforcing a covenant not to compete against a, 'Worldwide Vice 
President of New Business Development for DePuy Spine, who 
apparently left DePuy to work for a competitor. · , 

Barney announced her resignation to Mjchael Mahoney, 
company group cbainnan for DePuy, on May 9. 2007. In her 
resignation letter, Barney informed DePuy that she :intended to take 
the position of Senior Vice President- of. Operating Systems at 
Biomet. DePuy ad\iised Barney that resignation would be effective 
as of May 23, 2007, and that she would continue to receive 
compensation through that date. 

In a letter dated May 14, 2007, DePuy- 'placcd Biomet on 
notice that it did .liO't believe that. Barney could fulfill the duties for 
Biomet identified in 'Barney's resignation letter without violating 
her obligations to :DePuy under the Agreement ' Plaintiffs filed 
their Verified Complaint-with this CoUrt on May 21, .2007. Barney 
waS served with the Verified Complaint on May 23, 2007. 

Barney reported to Biomet's headquarters in Warsaw, 
Indiana on May 24 or 25, 2007 to fill out the paperwork needed to 
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begin employment with that company. 2 She filled out an 
Application tOr Employment in which she answered ''Yes'' ·to the · 
question: "Are you bound by any employment.oontract, or non· 
competition agreement that may be brea,ched by your employment 
with Biomet and/or does your cUl'l'ent or any prcwious employer 
restrictyourwotk;:attivities after leaving their employmen4 for any 
period of time?"· The Application then asked: "If4yes.' until what 
date?" Ms. Barney responded: "See Non-Compete." Biomet 
inquired further: . "What type of restriction?" ·· Ms. Barney 
answered:· "Non-Compete." 

Biomet compensated Barney consistent with<}J.er offer letter, 
providing for an aimual salary of $275t000 per year, plus benefits 
and a car all6wance. This compensation was :effective· May 24, 
2007. .Barney s~ her employment with Biomet as its Senior 
Vice President of G)perating Systems. She was placed in an office 
ju.~t" "down the hall"· from the office of Jeflrey · Binder, the 
President ofBiometi: She was given access to aU/ofBiornet's data, 
not just data relating: to the dental division (Biomet3i), so that she 
could "learn about the company". She was also given plant tours 
of Biomet's Warsaw facilities. I understand that most of Biomet 
3i'-s manufacturing>1faci1ities, on the ·other hanct are in Florida. 
That Barney has to· travel to Florida to perfor.rn some o( her duties 
for 3i, while perbapsdnconvenient, is not a true hardship because 
her work has always involved travel to some extent. 

On June 15;:, 2007, after it became cleat that DePuy was 
pressins to enforee; the Agreement, Biomct fonnally transfe~ 
Barney to Biomet·lil:and reduced ·het compensation· from $275,000 
to $75,000. Biometts Director ofCorpomte.HumanResources was 
told that the transfer had "something to do with the, with the 

i '· . . 

2 Barney Jived and YIOtked for DePuy In Warsaw both pnorto and after her 
stint at ~y Irel4rld. · She h!!d · apparently moved . tQ Warsaw from 
MassachusettS in 2000~ a;~ ·part of a DePuy reassi~cm or promotion. 
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attorneys." Barney did not seek to ·negotiate the $75,000 amount 
with Biomet. Aeeording to Biomet, that amount reflects what a 
Biomet employee'ih a ·similar position would receive. 

Four days later, on iune 19, 2007, counsel ·fot Barney sent a 
Jetter to counsel :fQt Plaintiffs seeking to invoke the provisions of 
the Agreement reqiiring DePuy to make up a salary differential in 
the event the Agreiement barred certain employment opportUnities: 

Please be &d"ised that, eff~tive June 4, 2007, our 
client, Robi-n'~Bamey,. was hired by BiornetnDental as 
Manager oft.ean Manufacturing. · Her string salary is 
$7S,OOO. Pursuant to paragraph 9 of the Non· 
C{)tnpetitiori' Agreement with your client; DePuy, 
claims is an.Jssue ·in this matter (a position· With ·which 
our client sWagly disagrees), ·demand iS hereby made 
for immedia,tt-·payment of the difference between Ms. 
Barney's sa~ary··at Biomet Dental and her.total gross 
compensation:wnen she was employed by DePuy. 

Although I required Plaintiffs . to . provide the salary 
differeniial as a cbndition of both the TRO ana· the preliminary 
injunCtion, there ··are disputes· as tp whether the S7S,OOO salary is 
artificially low and whether Barney made a good faith search for 
other etrtploymenf ·~that would not have implicated the salary 
differential proviSions of the Agreement with DePuy: In my view, 
those are both veryt-viable issues, which is why }·have not viewed 
·the Plaintiffs, failure to agree to the payments immediately a 
breach of the A~mcnt wh]ch might ·excuse· Barney~s further 
obligations under the covenant not to compete. 

Despite Barney's transfer to Biomet 3i, . she apparently 
rontinued to perform some work as Vice President of Operations. 
On Saturday, June )~3, she sent an email to Biomefs President, 
analyzing domesue''and international backorders of all Biomet 
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product, includinJ, or1~~pedic implants and instruments. On June 
24, she reque~ infonnation about orthop~ic product open 
Qrders becat!se "~~tfB. is asking a lQt of question$, so I ri~ed to get 
some answers quickly.,. On June · 30. Barney sent Binder her 
proposals for ~rganization of all of Bi()met's worldwide 
operations, altbQ~gh she now contends that. ·these were no~ 

. . requcs&ed by 8ix)4p . . On July S_, Barney reviewed the progress of 
Biomet's entire ~LEAN manufaCturing program~, with Biomet's 
LEAN leader. On July 7, Barney complain~~! about the "lousy 
result for spine ·IMi- week" and asked what issues needed to be 
addressed. On Sunday, July IS, Barney was .contmunicating with 
other Biomet em.p.Joyees about "knee forecast data!' 

On July 17, . 2007, after requiring the Plaintiffs to give 
Biomet and B~· notice of the application, 1 heard argument on 
the Plaintiffs' application for a Temporary Restr$ning Order. I :::--.. 
granted tempol'llf),':!~straints for the reasons set torth on the record 

. on July 17, 200'1~~ Because there were disagr.eemertts about the 
form of the ordet,-JI held a telephone conference with counsel on 
August 22, 2007, -The TRO was: filed on August 21, 2007. 

" '\ 

There is LiUle .doubt, in my v;ew, that tbe .Agreement, 8$ 

applied to Barney.~1 meets the general requirements of New Jersey 
law as set forth , Ul·Solari. Whitmyer and · Karlin~( Barney was a 
high-ranking ex-..tive who was privy to clearly confidential 
business info~<>n of ~e DePuy franchise well beyond that 
available to the .. general public or other competi.t<>rs in the field. · 
The record created by . Plaintiffs, in connection With both 
applications for injunctive relief, supports their position in that 
regard. 

' It does not appeat:idlaHhe Defendants made those reasc)ns a part of the 
record on their application· for leave to appeal. 
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Whether the• information could properly be ca.tegorized as 
"trade secrets~', such as the formula for Coke, is bcsidQ the point, 
inasmuch as Whitmver Bros .. Inc. v. DQyl~, 58 & at 33, holds 
that an employer has "a patently legitimate interest in protecting 
[]confidential busimss ·information" in addition ·to trade · secrets. 
The broad range : of present and· future business planning, 
development, manufacturing and product development information 
to which Barney was privy can easily be · characterized as a 
"compilation whiclhone uses in 0 business and which gives [the 
business] an opportunityto obtain an advantage over competitors 
who do not know or. use it.» Sun. Dial Corp. v / RJ~ub 16 Nt.L 
252, 259--60 (19541,! Nttional Starch st Chem. ·com. v. Parker 
Ch..c:m. Com,, 219NJ.:Super. 158,530 A.2d 31 (App. Div. 1987). 

It is also clear to me that Barney had access to confidential 
business information concerning "the use or marketability" of 
DePuy franchise praducts, as that term is used in Paragraph 6 of 
the Agreement In addltiori, I do not ~ee with the Defendants' 
argument that ·~mamtability" is limited to sales, whereas Barney's 
area of particular' expertise is cutting manufacturing costs. In my 
view, a common sertse understanding of l>'marketabiUty" includes 
'the ability to reduee:the cost of manufacture so that:·the product can 
be priced competitively, i.e. at a lower price than: a competing 
product. While lower manufacturing costs can· also enhance 
profitability, Le., s~Uing at the same price as a competitor and. 
therefore making mere profit, such close parsing oftbe language is 
not mandated by the longstanding judicial requirement that an 
ambiguous contract be interpreted against its drafter. 

Barney waS V'IOe President for World Wide Operations and 
travelled to varioas locations for the DePuy franchise. 
Consequently. this l~~ not the type of situation, .. such·· as. a localized 
busin.ess, in which a court might consider whether the tenitorial 
parameters of the eov"ant are excessive~ nor do I understand that 
to be an issue. · 
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- . -Whether, under thet circumstances of this case, the appropriate 
period of employment restriction is 18 months> or whether the 
infonnation involved becomes stale and Ms .. Barney's ability to 
recall it becomes too limited earlier than 18 months after leaving 
DePuy, remains tQ> :b~· · seen. Because of that concern, 1 have 
scheduled the trial to1begin on February 26, 2008 . 

... 

For all of these ,reasons, I have concluded that: the Plaintiffs 
have provided clear: and convincing support for their application 
for preliminary inj~tive reliefas to their likelihood·ofsuccess on 
the merits in light of the unoontroverted ''material facts" and the 
settled legal nature·o{their claim, which are two oft.hefour Crowe 
factors; Parks v. Cemmerce Bank. N;Au· 377 N.J. :Super. 378~ 387 
(App. Div. 2005). 

I am also ~tjSfled that ·the Plaintiffs . have . $atisfied their 
obligation to make:dl , clear and convincing·. case. fot iiTeparable 
harm ~d the balancing Qf hardships in their favor. The essence of 
the Agreement betWeen DePuy and Barney, in addition to a 
promise ·~ to · ·disclose· confidential ·information, is· the 
requirement that B~ not work for a .cornpeting·oompany with 
respect to a competing product for 18 months. Clearly the purpose 
of this prohibition is· to preclude the likelihood of either an 
inadvertent disclostm:. of protected infonnation, :avpiding for a. 
reasonable period of time what· the theologians . might call "the 
occasion of sin", ot,a disclosure• whether verbal ot: .otherwise, 
resulting from the d!Qployee's immediately doing, ~sentially the 
same work fo:r the competitor with fresh knowledge of the former 
employer's confidential information. The concepthof ~'inevitable 
disclosure, is reco&lUed in Nat~l. Starch & Chern, · Gom. v. Parker 
Chern. Cotp., 219 N.;)lt•Super. 158, 162 (App. Div. 1987). 

· The value to ;the· former employer of the "time-out'' in 
worlcing for a com~tor is clearly and dramatically reduced if the 

19 

Case 1:15-cv-10698-MLW   Document 508-4   Filed 02/22/17   Page 24 of 26



"time-out" does. nOt take place until the litigation is concluded. 
During the time the litigation is taking place, the· former employee, 
in this case BamC}l; would be sitting in the same sort of meetings 
she attended for D~Puy and talking about . the same sort of issues 
she discussed at DePuy meetings, with knowledge of DePuy 
confidential infon»ation fresh in her mind. but the ~meetings would 
be for the benefit of a competitor and would • be about similar 
products that compete with DePuy products. She would be 
overseeing the same sort of manufacturing processes and seeking 
to make them as cost ... effe<:tive as possible for the :competitor, again 
with fresh knowledge of how .OCPUy does the very ·same thing. 

The lost value! of the "time .. out" immediately ,upon beginning 
similar employmcm for the new employer would be impossible to 
quantify monetarily. In addition, a ''time-out~ long after the 
change in employt11ent woUld probably serve little, if any, purpose. 
Of course, all of that would not be a reason to enforce the covenant 
pending the litigation in the absence of the other Crowe factors. It 
would go significantly beyond merc]y preserving th'e status quo. 

With respect to the balancing of the hardships, I noted above 
that I have required DePuy to pay Barney the salary' differential as 
a condition to preliminary injunctive ·relief' ·I did so not because I 
am totally convinced that Barney is entitled to it contractually, but 
specifically to bal~ce the hardships. Although she changed 
employers for her ~ purposes and knowing ~t: she had signed 
the Agreement, I . wanted to make sure that she . would not be 
without the saJa:ry., sbe bad ·while at DePuy while the preliminary 
injunctive relief was ·in effect. To require Barney 'tO work. during 
the litigation, for ~f:salacy $200,000 lower than spe would eam 
absent enforcemerif,pf the Agreement, would, in my view, have 
tipped the balance ofharoships in her favor. 

· I have already :noted that DePuy questions · her entitlement to 
the differential; and,~th.at will be a matter .of proof· at trial. I also 
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note that Biomet. h~ agreed to indemnifY Barney~ ," Consequently, 
depending upon thit decision on .this issue at trial; there may be 
some need to adj~t. who is ultimately responsible for the cost, 
including the possibility that Biomet or Barney m~y be required to 
reimburse DePuy . .. Jf Barney is required to do :so~ · she may be 
entitled to indemnifiCation from B'iomet under the terms of their 
agreement. 

For all of ~e reasons, J am satisfied that the Plaintiffs 
presented a clear and, .convincing case for pre1iminary injunctive 
relief under all of the Crowe factors. Because I attempted to ·taitor 
the TRO to be as fair and focused as possible,- I continued those 
restraints in the preliniinary injunction.' I have also set a trial date 
at the end ofFebrttaty'2008.4 

Alexander P. Wau 
Presiding Jt1dge, UUllllte 

• Although not the subject of the motion for leave to appeal, I also concluded 
that New Jersey is an appropriate ft?nnn and that the Plaintiffs' choice of 
New Jersey as the foruhi js reasonable. J & J is the parent company of the 
DePuy entities and is~ in New Jersey. Ms.~~ has traveled 
to New Jersey, and otllb states, for busineS$ ·meetings on a regular basis 
while working .for DePuy·. Ms. Barney currently traVels·.to ·:other states as 
part ofber new duties fq~t .. Bi<?met. New Jersey has an intell!St in providing a 
forum for its Cor:porate citizens in matters such as this. The S()urces Qf proof 
are not solely outside·of:New Jersey, .and in fact some of them arewithin the 
same municipality as t}le courthouse where . the trial will take . place, ~ 
Kurzke v. NissanMotot·com: in U;S.A .. 164 N.l. 159, 164-166 (2000). 
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17 

18 

19 
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21 

22 

23 

24 

25 

26 

27 

28 

IN TH.E SUPERIOR COURT OF THE STATE: OF CALIFORNIA 

!N AND b"OR THE COUNTY OF SANTA CLARA 

BEFORE THE HONORABLE: KI!:VIN J. MURI?HY, JUDGE 

DEPAR!MEN! NO. 22 

---ooo-:..-

INTUITIVE SURGICAL, INC., A 
OJ:;).:;AWARE CORPORATION: CHUN K.IN 
CH8UNG, AN INDIVIDUAL: SHONEY 
QUALLS, AN INOtVIDUAL: AND MARCUS 
BLAND, ~N INDIVIDUAL, 

) 
) 
) 
) 
) 

P.LAINTIFE'S,) 

-vs-
E'IHr.coN ENDO-SURGERY, INC., AN 
OHIO CORPORATION AND DOES 1 ··10 

.) 
)NO. 
) 
) 

.INCLUSIVE, ) 
DEFENDANTS . ) ___________ ...:.,_ _____ ,__ _____ ) 

110-CV- 168169 

f:EPORTER'S TRANSCRIPT OF PROCEEDINGS 

HELD ON APRTI, 22, 2010 

APPI::ARANCES:.._ 

fOR THE PLAINTIFF~ DOUG COLT, ESQ., 
THOMAS WALLERS'n:IN, ESQ., 
A'r:L:ORNEY .A 1' LAW 

t'OR !liE DEFE:IiiDAN'f: 1\EBECCA KIMURA, ESQ ·, 
GARY LAFAYE'!''l'E, ESO. I 

A'l'TQRNEY AT T,.l\W 

.COURT REPORT€R: ANTOINETTE LEVEQUE, 
C.S.R. NO. 9451 
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l 

2 

3 

4 

SAN JOSE , CALIFORNIA APRIL 22, 2010 

PROCEEDINGS: 

6 .(W'HffiREUPO(il, COURT CONVENED AND THE FOLLOWING 

7 PROCEEDINGS WERE HAD:) 

8 'l'H-8 COURT: RETURNING TO ITEM 18 :nWM 'rHB LAW 

9 AND MOTION CALENDAR. INTUITIV!: SURGICAL INCORPORATED 

10 VERSUS EES. 

ll GOQO MORNING. ;r A,M GOING '(0 ASK YOU ONCE - -

12 WEL.L, NOW I HAT YOU .ARE ST!I.NDING BEE'ORE ME IF YOU WILL 

13 STATE YOUR APPEARANCES FOR THE RECOl\D, PLEASE . 

14 HR , COLT: GOOD MORNING, YOUR HONOR. DOUG 

LS COLT AND TOM ~<qALLERSTE!N .FOR PLA INTifF. 

16 MS . KIMVRA; GOOD MORNING. REBE:CCA KIMURA AND 

17 GARY LAFAYETTE ON BEHALF OF DEFENDANTS. ETH!CON 

lB ENDO-SURGICA~. INC. 

19 !HE COURT: GOOD MORNING. 

20 ONCF; AGAIN, THANK YOU FOR COURTESY ON BEHAl.J F 

21 OF TH.E OTHER LAWYERS. BEFORE 1 GIVE YOU THE OPPORTONITY 

22 TO MAKE WHATEVER COMMENTS YOU DESIRE, I HAVE HAD THE 

23 OPPORTU NlTY TO REVIEW EVE.RY!t!.I'NC tHAi HAS BEEN Fil.ED, SO 

?.4 AS PROMISED I DROVE INTO THE COURT AND WAS ~BLE TO 

25 OBTAIN AND REVI EW THE P~PERS YOU . HAVE FIL~D. THIS TS A 

26 REQUEST E'OR PRELIMINARY INJUNCTION AS YOU ARE BOTH 

?;7 AWARE. I AM GOING TO 1\SK YOU NOT SIMPLY !0 REPEAT WH AT 

28 I AM FAMILIAR WITH ALREADY . AS Y6U CAN SEE, PERHAPS t 
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1 CITING TO 'l'HE PAST HISTORY DATA INVOLVING OTH'ER 

2 EMPLOYEES IN SUPPORT - -

3 MR. COI..T: I AM CTTING TO TH:AT, YOUR HONOR, 1\S 

4 WELL AS OUR REQUEST FOR JUDI CIAL NOTICE WHICH 

5 DEMONSTRATES ETHICON' S PROPENSITY TO SUE ITS FORME·R 

6 EMPLOYEES FOR MIS::>.PPROPRI AT!ON, I WOULD Al.;SO CALL TH E 

7 COU£n" ' S ATTENTION TO THB AGREEMENT ITS·ELF WHICH IS 

8 INCLUDED AS AN EXHIBIT TO MR. QUALLS, MR. BLAND AND MR. 

9 CHEUNG AS WELL AS THE REQUES'f FOR JUDICIAL NOTICE ON 1 TS 

10 F1\.C£, YOUR HONOR. THE COURT MAY SEE THAT IT At'PLIES NOT 

11 ONLY TO ETRICON BUT liLS.O TO JOHNSON . AND JOHNSON TRE 

12 PliRENT CORPORATIONS. 

13 THE COURT: COUNSEL, WITH MY .PROMI SE THAT I 

1 4 Wtt.t, GIVE YOU A CHl\NC£ TO S AY SOMETHING ELSE, :t WOULD 

15 LIKE TO INTE.R~UPT AT THIS POINT 1 HiWE A fE.:W QUESTIONS 

16 FOR OPPOSING COUNSEL. 

1 7 t>1R. COl, T: VERY GOOD. THANK YOU . 

THE COURT: WHO WUL B:E. RESPONDING TO THE 

19 QUESTIONS? 

20 

21 

MS. KIMbRA: I WI LL, YOU~ HONOR, 

THE COURT: COUNSEL, YOU ARGtiED 'fHAT THE 

22 NON-COMPE:TTTION AGREEMF.NT IS NARROW. 

23 MS . KIMURA: YES, IT IS. IT'S RES!Ri cn:o TO 

24 COMPAN fES 'l' lll\T COMPE:I:lil Wt 'tH THE SA'MF.: PRODUCT'S FOR 1\N 

25 18-MONTH PERIOD. 

26 THE COURT : WELL, ACTUALLY I T"S RESTRI CTED, TO 

27 USE THE LANGUAGE , "TO CONFLICTING ORdANTZATIONS!' 

28 WHI\.TElVE!R "!'HAT M·f:ANS. 
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1 MS. KIMURA: YES. 

2 THE COQRT: AND TT APPLIES TO THE UNITED 

3 STATES, TERRITORIES OF THE UNITED STATES, FOREIGN 

4 COUNTRIES, AND I 1\.M StJRPRISED IT. DOESt•PT APPLY TO THE 

5 SPACE STATION. I MEAN THAT'S INCRIJ:DlSVr BROAD. HOW .CAN 

6 YOU POSSIBLY ARGUE THAT NON-COMPETITION AGREEMENT :tS 

7 NARROW, IT'S CERTAINLY NOT GEOGRAPHICALLY NARROW. 

8 MS, KJMURA: FIRST OF ALL, IT'S ONLY IMPOSED 

9 !"OR AN 18 -- MONTH PERIOD AND FOR CERTAIN COMPANIES WITH 

10 CERTAIN PRODUCT.S. WE HAVE NOT PROCEEDE:D AGAINST 

11 EVERYONE '1'>/HO Hl'iS GONE TO A COMJ?E'l'lNG COMPANY ONLY IT 

12 THERE IS A THUAT 1'0 M!SAPPROPRlA'l'ION OF TRADE SEC.RETS 

13 OR CONFIDE:NT!AL INF.'ORMATI.ON. AND THE IMPOSITION OF AN 

11 

15 

18-t.tONTH NON-COMP!i:'l'J.TION lS F.NFQRCEABU~ IN NEW JERSEY 

WIITCH IS WHERE THE CONTRACT IS DR~FTEC. 

16 THE COURT: SPE1l.KTNG Of' NEW. JERSEY 1..1\W AND. OF 

17 COURSE, YOU HAVE CITED NEW JERSEY LAW AS THE LAW THliT 

18 SHOULD BE CbNTROLLING IN YOUR SO~CALLED REASONAO~~H~S~ 

19 TE$1', UNDER NEW JERSE:Y LAW TH.li:RE IS A. PROVISION THAT 

20 THE NON-COMPETITION AGREEMENT CANNOT B'E, UNREASONABLY 

21 RESTRICTIVE IN POINT OF TIME OR TERRITORY. A~GUABLY 

22 DOESN'! ., ··· EVE:N IF YOU'RE CORREC'l' DORSN' T THIS 

23 NON-COMPETITION AGREEMENT VIOLATE NEW JERSEY LAW? 

24 ~1S. KIMURA: YOUR HONOR, AS COUNSEL, r'OR 

25 PLAINTIFF SAID JOHNSON AND JOHNSON IS A HOCE OPERATION 

26 WE AAVE OF'FIC.ES ALL OVER THE WORLD WHICH IS WHY !! IS 

27 DRAFTED THAT WAY. 

28 THE COURT: ALL RIGHT. BUT WOUI,O YOU AGREE 
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1 WrTH ME THAT UNDER NEW JERSEY LAW IT CAN'T B.E 

2 UNRE.l\SONl\BLE IN POINT OF TIME AND TERRITORY? 

3 

4 

MS. KIMURJI.: WE DON''!' BELIEVE IT IS, 

THE COUR.I: ALL R.IGH!. 1'+ COVERS THE ENTIRE 

5 WORLD. 

6 MS. K!MURA: BUT .WE ARE NOT ENFORCING MR. 

7 CHE'I.JNG FROM -- WE ARE Nl\RROWLY gNFORCING '!'HAT PROVISION. 

S THE COURT: I GUESS YOU COULD SAY IT 
1 

S 

9 ~1\RROWLY ENFORCED BUT IN TERMS OF HOW I1'' S DRAFTED IT.' S 

10 EXTREMELY BROAD. 

ll COUNSEL, WOULD YOU LIK~ TO JUMP IN liERE? 

1 2 

13 

MR . LAFAYETTE: CAN I, YOUR HONOR. 

THE COUR'!: ANO COUt.D YOU REJ:DENTH'':l:' YOURSELF 

14 FOR THE BENEE"IT OF MY REPORTER? 

15 MR. LAFAYETTE: YESr yOUR HONOR. MY NAME IS 

16 GARY LAFAYET•TE. I THINK WHAT w'F.: AAE LOOK!NG ~T IS A 

17 CONTRACT THAT'S PESIGNED TO ADDRESS DIFFERENT 

18 T.ND!VIDUI\t.tTIES THAT COULD ACTUALLY 1'AKE PLACE IN THE 

19 WORLD. IN TODAY ' S WORLD· AN INDIVIDUAL CAN SEt .).. A 

20 PRODUCT IN ONE MARKET .BUT THA'f .DOESN' 1' MEAN THAT ONLY' TF 

2 1 THEY ARE WOI<KING IN THB STJi..TE OF TEXAS THAT THEY DO~'T 

22 PROCESS I NFORMII.TION I:Hlit MIGHT SOMEHOW COMPROtHSE THAT 

23 EMt>LOY£R' S RIGHTS AND J.\S!'l .. ITIES TO CON'IROL T Hr;IR 

24 CONFIDENTIAL. INFORMATION IN OTHER PARTS OF THE WORLD. 

Z5 IF WE TAKC: T HAT CONTRACT AND WE ST<,r>,.RT TAKING THAT 

26 CONTRt\CT AND START PIECEMEALING II OUT TO SAY THAT TH IS 

27 PERSON CAN ONLY DO TH I S WITHIN A E'.l\·R'riCULAR GEOGRAPHIC 

28 AREA THAT MEANS THAT INPtVIDUAL WOULD BE ABT.•E TO TAKE 

',. 
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1 
THAT ACTION IN THAT OTHER STATE HAS NOW BEEN ENJOINED 

AN D t~'G BEEN ENJOINED ~~ WAY 0~ A~ nCT~ON MEA~ ~NO T~AT 

3 ACTION I.S ALRE.AOY P.ROCEEOlNG ALONG A l?ATH. WC: CAN SAY 

4 WE ARE NOT, BUT WE ARE. BEC1\USE THERE IS A HEAR1NG 

5 THAT'S SCHEDULED IN THAT CASE. AND THIS COUR'r'S ORDER 

6 WI.LL l?REVENT MY CL!ENT FROM ATTENDING THA'f HE!ARING. 

7 TH.E COURT: YOUR CLIENT HAS THE OPTION OF 

8 VICLJ,TING THE COURT ORDER, JUSKING CONTEMI?T, OF COUF,SE. 

9 t'IR. LAFAYETTE: THAT' .S EXACTLY WHAT WOULD 

10 HAPPEN, THEN IT WOULD BE IN CONTEMPT OF COURT IN THAT 

11 STATE FOR NOT SHOWING UP. WE CAN DRESS THIS OP HOWEV8R 

12 NE WAN1' Tfl£ NET RESULT IS AN INJUNCTION ! ·RAT ADVERSELY 

13 i\FFECTS A PROCEEDING THAT'S ALREADY TAKING PLACE IN 

14 OTHER STATE. 

15 THE COUR'f: LET ME, IF I CAN, ASK ANOTHER 

16 QUESTION ON OTHER StTBJ.ECT. AND THAT FOC:USJ!!!l O N THE 

17 IRREPARABLE: HARM ISSlJC: WHICH I RAISED WITH OPPOSING 

18 COUNSEL, WHO, IN CASE HE IS WORRIED, IS S'l'ILL GOING TO 

19 HAVF. 'l'HF. OPPORTUNITY TO SAY' WHAT HE WANTS. 

20 1\S I UNDERSTAND THE ARGUME;NT IN OPPOSITION, 

~1 WHT CH I BELIEVE ISN'T YOUR STRONGEST ARGUMENT, THERE IS 

22 NO EVIDENCE OF IRREPARABLE HARM BECAUSE THERE IS AN 

23 ADEQUATE REMEDY OF ~A~. 

?.4 MR. LAFAYETTE: 'fiE Hl\S 7\N ADEQUATE REMEPY OF · 

25 LA\~. TO START OUT Wil'H, · J 'OHNSON AND JOHNSON IS GOING TO 

26 P~Y HIM DURI NG THI S TIME PERIOD THAT'S -- IF HE THINKS 

27 AT SOME POINT IN THE fU TURE HE HAS BE&N HARMED HE CAN 

26 SUE US FO'R DAMAGES. YO.U KNOW·, THE LAWYERS AROUND ·THIS 
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1 l'ASLE ARE ALL J::MPLOYMI!;N'l' LAW~C:K!:i , 'HI!!: ONt: THl.Nu HiJ\"l.' WI!; 

2 KNOr1 IS THAT EVE;RY DAY t"i'E GET LAWSUITS WHERE PEOPLE SAY 

3 THAT T.HEY HAVE BEEN HARMED AND THEY SUE FOR BACK PAY AND 

4 FRONT PAY. THEY DO I! ALL THE TIME. HE HAS AN ~DEQUATE 

5 REMeDY OF LAW. THERE IS A CADASTRE OE' EXPERTS OlJT 

6 THERE, THEY .CALL THEMSELVES ECONOMISTS. THEY CALL 

7 THEMSELVES VOC. REHAB SPECIALIST. TfiEY CAN ALL COME IN 

8 THIS COURT .AND OPINE 1\S TO WHETHER OR NOT THERE HAS BEEN 

9 SOME FORM OF ECONOMIC LOSS OR SOME FORM OF ECONOMIC 

10 INJURY TO H!MIN A SENSE OF GOING FORWARD . AND THAT 

11 WOULD BE ON TOP OF' WflAT ,JOHNSON AND ,JOHNSON WOULD HAVE 

12 ALREADY PArD HIM. THERE IS AN ADEQUATE REMEDY OF LA:W AS 

13 IT REl,ATES l'O MR. CHEONG. AND THAT'$ GOING PAST ALL 

l4. THESE OTHER !SSUES ABOUT Wl:IETHER OR NO'l' HE IS IN THIS 

15 STATE, WHF.:THElR OR NOT TillS COURT HAS JURISDICTION OVER 

16 HIM. ALL OF THOSE ISSUES, PUT THOSE ASIDE JUST ON THE 

17 IRREPARABLE HARM ISSUE, fiE HAS AN ADEQUATE REMEDY OF LAW 

18 ANO HE CAN SUE US FOR Dl\MACES 1\.ND liE CAN SUE US HERE, HE 

19 CAN SUE US ANYPl.ACE ELSE THAT HE WANTS '1'0 SUE. .AND HE 

20 COULD RECOVtR TliO::>J:: DAMAGES IF HE WANTS TO AND NO ON.E IS 

21 !N THIS COURT. TELLING YOU OTHERWISE IF THERE ISN' 'r A WA.Y 

22 TO MEASURE THAT. 

23 'l' fl£ COOR'I': 'rHFI'NK YOU. COUNSEl., J.,f:T ME RRTURN 

24 TO YOU AND I AM SIMPLY GOING TO GIVE YOU THE OPPORTUNITY 

25 TO SAY WHA'l' YOU W.~N'.I'. 

26 

'27 

MR. COLT: THANK YOU. 

THE COURT: UNDERSTANDING THAT I HAVE READ 

28 EVERYTHING. 
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